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ASSOCIATED PRESS V. KVOS, INC. 


Tue Associated Press v. KVOS, Inc. 
United States Circuit Court of Appeals, Ninth Circuit 


December 16, 19385 


Unram Competition—BroancastTinc Piaintirr’s News Marrer—ApreaL— 
REVERSAL. 

Complainant, a membership corporation engaged in the gathering 
through, and dissemination to, its members, of news items throughout 
the United States, supplied news to three newspaper members located 
in the State of Washington. Appellee, a radio station located in the 
same circulation area as appellant’s said newspapers, engaged in broad- 
casting radio and advertising features, selected certain news items from 
appellant’s said newspapers and broadcast them before the newspapers 
reached their subscribers. Held that such pirating and broadcasting of 
plaintiff's news was unfair competition, inasmuch as the news so 
pirated became stale by the time appellant’s newspapers were received 
by its subscribers, resulting in loss of subscribers and advertising income. 


The decision of the lower court in favor of appellee was, accordingly, 
reversed. 


Unrairn CoMPETITION—DAMAGES. 


In the case at issue, the damage caused complainant by defendant’s 
actions held to be in excess of the jurisdictional amount. 


In equity. Appeal from a decision of the United States District 
Court, Western District of Washington, Northern Division, in an 
action for unfair competition, dismissing the complaint. Reversed 
and remanded. For decision below see 25 T.-M. Rep. 250. 


John W. Davis and Wm. C. Cannon, both of New York City, and 
C. W. Howard and J. W. Kindall, both of Bellingham, Wash., 
for appellant. 

Clarence C. Dill, of Washington, D. C., Kenneth C. Davis, of 


Seattle, Wash., and Wm. H. Pemberton, of Olympia, Wash., 
for appellee. 


Before WitsurR, DENMAN and Matuews, Circuit Judges. 


Denman, C. J.: This is an appeal from a decree dismissing with 
prejudice a bill in equity brought by the Associated Press, a New 
York membership corporation, engaged in the gathering and dis- 
tribution of news and its publication, along with paid advertising 
matter, in newspapers throughout the United States, against KVOS, 
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Inc., a Washington corporation, also engaged in the gathering of 
news and its publication with paid advertising matter by radio 
from Bellingham, Wash. The bill charges KVOS with unfair com- 
petition in the pirating of Associated Press news and its publication 
by KVOS radio in what it calls its “Newspaper of the Air,” and seeks 
injunctive relief. The affidavits on the motion for preliminary 
injunction describe one hundred and eighty such piratings in which 
appear four hundred and twenty-five paragraphs identical with the 
Associated Press news articles. 

The appeal presents the following questions: (a) Does the 
matter in controversy exceed the jurisdictional sum of $3,000.00, 
exclusive of interest and costs? (b) Is there jurisdictional diversity 
of citizenship? (c) Does the bill allege a sufficiency of facts to 
constitute a valid cause of action in equity; and, if so, (d) should 
a preliminary injunction have been granted? 

The bill’s description of the business of the Associated Press 
is similar to its portrayal in the opinion of the Supreme Court in 
International News Service v. Associated Press, 248 U. S. 215, 
229 [9 T.-M. Rep. 15]. Complainant is a cooperative organization 
incorporated under the membership corporation laws of the State 
of New York, its members being either proprietors or representa- 
tives of about 1,200 newspapers published in all parts of the 
United States. Complainant gathers in all parts of the world, 


by means of various instrumentalities of its own, by exchange with 
its members, and by other appropriate means, news and intelligence 
of current and recent events of interest to newspaper readers and 


distributes it daily to its members for publication in their news- 
papers. The cost of the service, amounting approximately to many 
millions of dollars per annum, is assessed upon the members and 
becomes a part of their costs of operation, to be recouped, presum- 
ably with profit, through the publication of their several newspapers. 
Under complainant’s by-laws each member agrees upon assuming 
membership that news received through complainant’s service is 
received exclusively for publication in a particular newspaper, 
language and place specified in the certificate of membership, that 
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no other use of it shall be permitted, and that no member shall 
furnish or permit anyone in his employ or connected with his news- 
paper to furnish any of complainant’s news in advance of publica- 
tion to any person not a member. And each member is required to 
gather the local news of his district and supply it to the Associated 
Press and to no one else. 

Supplementing the bill is the court’s judicial knowledge that, 
since the International News case, radio broadcasting has been 
developed and a great business created in circulating advertising 
along with news and other features to attract its audiences to the 
advertising. Once this material is gathered, its circulation is in- 
stantaneous as against from two to twenty-four hours for the press. 
Radio has added another celerity to news circulation, just as have 
the railroad and, later, telegraphic transmission. Impairment of 
radio’s service would affect the blind; likewise, impairment of the 
press would injure the deaf. 

So far as concerns soliciting for advertising income, the two 
processes are alike in that they appeal to the human mind by 
giving wide circulation through mechanical and physical processes to 
the advertising intermingled with interest-arousing news, comedy 
and drama. It does not affect the fundamental identity of the two 
enterprises that the appeal of one is through the auditory and the 
other through the visual nerve system of the prospective customers 
of the advertisers whose trade is so solicited. Both businesses re- 
quire large investments in plants constituting the power creation of 
the mechanism of circulation. Both necessarily employ large forces 
of trained experts for gathering their material and personnel in 
their circulating processes. The many units in each of the two 
businesses have nation-wide cooperative organizations for the gather- 
ing of their material and making it available to the units appealing 
to the smallest groups of population. Among these are the com- 
plainant, for the member papers it here represents, and for KVOS, 
as it admits, Radio News Association of New York. KVOS not 


only admits this, but also claims its news service is far superior to 


the Associated Press. Hence, without the latter’s news, it is able 
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to supply outlying districts with the essentials of the happenings 
of the day as efficiently as the dweller in cities. 

The bill further alleges that many of the newspapers of its 
members are distributed throughout a circular broadcasting area 
of 100 miles radius over which the defendant corporation publishes 
its news and advertising, and that the Associated Press newspapers 
compete with KVOS in the business of seeking advertising to 
residents there. Practically all of KVOS’ income from which it 
seeks profit is payment for the service of publishing advertising 
matter. Likewise, this constitutes a large part of the income of the 
papers. KVOS’ income, mostly from advertising, supports its com- 
bined news and advertising circulation without charge to its public. 
The newspapers’ circulation is supported by income which is a 
combination of charges from advertising and their readers’ sub- 
scriptions. 


Among the Association’s many papers alleged to be circulated in 
the KVOS area are three from which, it is charged, the gathered 
news has been appropriated by KVOS. They are the Bellingham 
Herald, Seattle Post-Intelligencer and Seattle Daily Times. They 
publish daily and Sunday editions of their papers covering in one or 


another the morning and evening news distribution. 

The charge is that KVOS appropriated, from the editions of 
these three latter papers, the news distributed to the papers by the 
complainant, and which had been collected for them by complainant’s 
news gathering and by similar activities on the part of all the Asso- 
ciation’s cooperative members. It is alleged that the appropriated 
news appearing in the editions of complainant’s papers is published 
by the KVOS broadcast, often verbatim and sometimes slightly al- 
tered. The radio publication is completed before all the papers are 
distributed, and while the news is what the Supreme Court terms 
as “fresh” and the journalistic world as “hot.’’ As to those delivered 
before the broadcast, their subscribers, if using radio, are certain 
soon after delivery to receive the same news free of charge. It is 
alleged that not less than 60 percent of the inhabitants of the area 
in which KVOS publishes its news and advertising, own or have 
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access to and use the radio. The damage caused the complainant by 
this alleged unfair competition is claimed to be in excess of the 
jurisdictional amount. 

The Supreme Court in the International News case described 
this appropriation and circulation of a competitor's fresh news as 
news “pirating” and held that such pirating practices inflict a sub- 
stantial and irreparable injury to the business of collecting and 
distributing news and the collector's interest in such news when 
assembled, which injury, in the circumstances there considered, war- 
ranted injunctive relief. The bill here seeks similar relief on be- 
half of the plaintiff and the large numbers of its members, from the 
alleged practices of KVOS. In view of our disposition of the juris- 
dictional contention in favor of appellant, the paramount question 
for our consideration is whether the instant case can be distinguished 
from International News Service v. Associated Press. 

The claimed difference is that the pirated news instead of being 
published by a competing press is published by radio. The char- 
acteristics of the differences claimed are (1) that KVOS seeks the 
attention of a listening public, paying nothing to the radio publish- 
ers, instead of a reading public, paying for its papers, and (2) that 
the pirated material and accompanying advertising reach the pros- 
pective customers almost instantaneously, while the press publica- 
tion and distribution take from two to twenty-four hours. 

These are urged as distinctions making KVOS’ acts not com- 
petitive, although they may persuade the public not to purchase and 


read the advertising or the news of the papers upon which the piracy 
is committed, because, to some, the pirated news is stale by the time 
the newspapers are received and, as to others, the pirated matter is 
certain to be received by them, without paying for it, so soon after 


newspaper delivery. The charged unfair competition and piratical 
damage to the Associated newspapers’ business and to their interest 
in the gathered news obviously may deprive them of a portion both 
of their subscription payments and their advertising income. 
KVOS presents other arguments, based on its affidavits on the 


motion for a preliminary injunction, purporting to sustain the dis- 
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missal of the bill with prejudice. They are not pertinent to the 
dismissal and are later considered in connection with the motion 
to which they were addressed. 

In its final analysis the argument of KVOS to sustain the dis- 
missal rests on the proposition that the bill in International News 
Service v. Associated Press, supra, would have been dismissed by the 
Supreme Court if the International News Service’s members then 
had had a much faster distribution of the pirated news and had 
relied entirely on advertising income from their papers, the ap- 
propriated news being presented free of charge to prospective cus- 
tomers of their advertisers, to some readers before and to others 
very shortly after the delivery time of the papers of the Associated 
Press’ members, who had supplied the creative energy and the funds 
for the collection of the news. 


(a) Jurisdictional amount of claimed damage to complainant’s 
business and to its interest in its gathered news. The majority 
opinion of the Supreme Court in the case of International News 
Service v. Associated Press recognizes a quality in the latter’s cor- 
porate structures and functioning that is sui generis. In the first 
sentence of the opinion it holds that the Associated Press is compet- 


ing with a similar corporation, “in the gathering and distribution of 
news and its publication for profit in newspapers throughout the 
United States.” (Italics inserted.) To be “competitors in the 
.... publication [of news] for profit in newspapers throughout the 
United States” must mean that such membership corporation en- 
gages in its publication for profit in the newspapers of its associated 
members. The use of the conjunctive “and” before the words “‘its 
publication for profit’ in describing the competition between the two 
parties in that litigation compels this interpretation. This peculiar 
integration of the corporate structure itself with the functioning of 
the newspapers which are associated in its membership, underlies 
the entire reasoning of the opinion. The profit seeking business of 
the newspapers is there treated as an integral part of the corporate 
purpose. The several millions of dollars here alleged to be in- 
vested in the Association’s business may well be damaged to the 
extent of $3,000 by the pirating practices described. 
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This answers the suggestion that the corporation in gathering 
news and its distribution to its members receives no more compensa- 
tion than its cost. However, even in this more confined area of the 
corporate interest, the absence of pecuniary profit would not mean 
that the corporation is not engaged in a business in which is created, 
by the gathering of news, a real value in excess of the amounts ex- 
pended in its gathering. The fact of the long continued existence 
of the Associated Press, with its excess of 1,000 members, shows that 
its corporate activities must create some added value in the gather- 
ing of the news it distributes to them. 

Furthermore, in addition to the interest in the business as a going 
concern entitled to continue its creative processes, the Supreme Court 
has held that the association has an interest warranting protection 
in the assembled news itself. This interest the court defines as a 
“quasi property right” in the course of making its affirmative answer 
to the question which it framed as follows: 


The question, whether one who has gathered general information of 
news at pains and expense for the purpose of subsequent publication through 
the press has such an interest in its publication as may be protected from 
interference, has been raised many times, although never, perhaps, in the 
precise form in which it is now presented. (Italics inserted.) International 
News Serv. v. Asso. Press, supra. 

It is obvious that the business of gathering and distributing to 
members, before profitable publication, could conceivably be 
damaged to the extent of $3,000 by the misappropriation and prema- 
ture publication of the news material. To hold otherwise would 
warrant the inference that no corporation could be damaged by a 
wrongful attack on its business, when that business happened to be 
run at no profit or at a loss. Also we are unable to hold irrational 
the claim that the piracy caused a $3,000 damage to the association’s 
quasi property right in the news. 

(b) Diversity of citizenship. Sufficient diversity of citizenship 
appears to sustain the jurisdiction. In the bill in the International 
News case no diversity appears except that between the two associa- 
tions. The citizenship of none of the members is alleged. As has 
been shown, the Supreme Court held in that case that a membership 
corporation which is a “competitor” of another in the “publication” 
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of news “for profit’’ has sufficient interest to warrant its suing for 
injunctive relief against unfair competition. In addition, it may 
sue on behalf of its members. International News Serv. v. Asso. 
Press, 233. If it had not been held specifically that the corporation 
itself had an interest in the competition of publishing for profit, the 
holding that the Associated Press could sue on behalf of its members, 
necessarily implied a right to sue on its own behalf. An agent can- 
not sue for equitable relief on behalf of a principal where the agency 
is bare of interest in the relief sought. This was held the rule in 
suits where one of a large group similarly affected, sues on behalf 
of the others, in the early decision of Georgetown v. Alexandria 
Canal Co., 12 Peters 91, 99. * * ** 

KVOS argues that, because the International News opinion at 
p. 229 holds that there had been a waiver of some question of parties, 
the court meant a waiver of the requirement of parties necessary to 
the jurisdiction. Such a construction would require a reversal of the 
many decisions holding that diversity of citizenship, where neces- 
sary to jurisdiction, cannot be waived and its absence requires dis- 
missal by the Supreme Court. Chi. Bur. Q. Ry. v. Willard, 220 
U.S. 418, 420. Since the question of parties was called to the at- 
tention of the court in the International News case, it must have 
considered that the Associated Press was sufficiently an interested 
adverse party to confer jurisdiction. 

KVOS claims that among the many Association papers alleged 
to be circulated in the competing area, three are necessary parties 
because they are specifically alleged to be those from whom the 
news belonging to all the papers was pirated. As to one of them, the 
Bellingham Herald, it is asserted in the motion to dismiss that it 
“had been collusively omitted because its joinder would have des- 
troyed complete diversity of citizenship.” Such a pleading of what 
“would have” happened does not tender an issue of fact, but assum- 
ing that the joinder would have the claimed effect, the bill does not 
disclose that the Bellingham Herald is a citizen of Washington. If 
that could be a defense, it should be raised by answer. Eq. Rule 29. 


1 Asterisks indicate the omission of brief portions of the decision not 
essential to its proper understanding.—Eb. 
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Even if pertinent at this time, there is no evidence in the record as 
to the citizenship of the owner of that paper. We can see no 
reason why the specific mention of the three papers from which was 
pirated the news of all the Associated’s members requires the joinder 
of any one of their owners, as a necessary or indispensable party. 
Their presence as parties is not required to prove the Association 
and all the members have been wronged by a misappropriation from 
some of them. 

It therefore appears that the Associated Press has brought its 
case within the equitable jurisdiction of the federal courts and, if 
establishing its equity, is entitled to relief in its own right. This 
would be so, even if among the group it represents there are mem- 
bers, not parties, who are citizens of the same state as the defendant. 
It was held in a class suit in Indiana, where Indiana members of the 
group were not parties, that not only was there federal jurisdiction, 
but the rights of the Indiana members were determined by the 
decree. Supreme Tribe of Ben Hur v. Cauble, 255 U. S. 356, 366. 
True, any one of the three mentioned or, indeed, any of the members, 
might choose to intervene, but such intervention would not defeat 
the jurisdiction already acquired. Supreme Tribe of Ben Hur v. 
Cauble, supra, 366 applying Stewart v. Dunham, 115 U. S. 61, 64. 

(c) KVOS’ business of publishing, by the broadcast of com- 
bined advertising and the pirated news, for the profit from its 
advertising income constitutes unfair competition with the news- 
papers’ business of gathering the news pirated by KVOS and 
publishing it combined with the advertising, seeking the profit both 
from the advertising service and from the subscriptions of its read- 
ers. The papers are unconscionably injured in performing a public 
function as well as in conducting a legitimate business. 

KVOS lays great stress on the public interest in the news 
gathering and distribution and the public obligation of the gatherer 
and distributor, as likewise does the Associated Press. We believe 
these considerations have been properly pressed upon us. The 
First Amendment to the Federal Constitution has recognized this 


public function of the press in the provision for its freedom. While 
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no constitutional right is here involved, this constitutional recogni- 
tion emphasizes the exceptional character of the right which is 
sought to be protected in a federal court sitting in equity. When 
the Constitution speaks of the freedom of the press it refers to the 
freedom of private and non-governmental persons or bodies, en- 
gaged in news gathering and dissemination, from interference by 
govenmental agencies. That is to say, that the public function in the 
gathering and dissemination of news is presumed by the Constitu- 
tion to be in private hands. 

Under our capitalistic system this means that news distribution 
as a public function will be in large part by business men acting 
under the inducement of the profit motive. The public therefore has 
an interest in protecting the business of news gathering and dis- 
seminating agencies against the impairment of their efficiency, by 
the inevitable reduction of their business income through the misap- 
propriating of news prior to the expiration of the time during which 
the Supreme Court has held that there exists in it a “quasi property” 
interest. It is therefore proper to say that the Associated Press is 
here seeking protection not only of its legitimate business, but also, 
as both parties assert, in its discharge of a public function of fun- 
damental value and importance. 

The radio performs a function in the publication of news similar 
to that of the press. It has the advantage of greater speed and the 
disadvantage of the absence of a printed record for more deliberate 
absorption. If radio communication had been discovered in the 
Eighteenth Century it is arguable that the businessman and others 
utilizing its process would have received in the First Amendment of 
the Constitution a recognition like that accorded the owners of news- 
papers. Congress has appreciated radio’s importance and sought 
to make it effective against the confusion of distribution, in the 
peculiar and little understood medium through which it passes, by 
regulation of the use of wave lengths. 

While this court takes judicial notice of radio's enormous busi- 
ness expansion, we cannot assume that its resources from its ad- 
vertising income are not sufficient to support its own news gathering 
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agency, the “Radio News Association of New York.” Even ignoring 
the question of good conscience in an equity tribunal, we can find 
nothing in the bill to warrant our holding that radio will fail in its 
public function of news distribution, if it is not permitted to misap- 
propriate the material gathered by an agency of the press. 

So far as concerns the case against piracy presented by the bill, 
the speed of the radio’s distribution of news makes the injury done 
the press in the performance of its business and civic activities the 
more effective and certain. Not only its speed but its necessarily free 
publication, actually or potentially to every user of a radio set, make 
the more deadly its competition for the circulation of its advertising. 

KVOS’ motion to dismiss admits the pirated appropriation of 
the news, its circulation and its destructive effect on the press. Its 
excuse is that it gives the material so obtained as a benefaction to its 
audiences, and that both the taking and circulation are so com- 
pletely eleemosynary that this court must find, against the allega- 
tions of the bill, that the purloined news is in no way the defendant’s 


weapon in its competition with the press for the patronage of ad- 
vertising merchants. 


Despite the ability with which counsel presented this argument, 


we are not persuaded that it has merit. Common sense compels us 
to agree with the complainant that the purloining of complainant’s 
fresh news and its circulation in KVOS’ “Newspaper of the Air’ 
are both elements of a business of publication for profit. This profit 
is to be gained through widening its circulation at the expense of the 
circulation of the Associated papers. Complainant’s news is not 
only made stale to those of their readers who first have access to the 
“Newspaper of the Air,” but also is made free, while still hot, to 
their readers who pay a usual subscription price for their papers. 
The obvious tendency of these factors is to cause complainant’s 
papers to lose circulation and with it the advertising income which 
is based on circulation. We are unable to see any theory under 
which such a diversion of advertising income from the Associated 
papers to KVOS, with its incidental destruction of subscriber in- 
come, can be called anything but “unfair competition.” 
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A similar defense that a charged act was not a wrong, because it 
was not done for profit, was considered and disposed of in accord 
with our ruling here in the case of Herbert v. Shanley, 242 U. S. 
591, 593. The wrong charged was infringement of a copyright by a 
public performance of a musical composition, whereas we are con- 
sidering the phase of this case involving impairment of a legitimate 
business by unfair competition. However, the difference in the 
wrong charged does not distinguish the ruling on the excuse for the 
wrong. In that case the music was performed by a restaurant orches- 
tra and it was claimed that it was “not a performance for profit,” 
because there was no charge for it in the bills to the diners claimed 
to have had the pleasure of its entertainment. The court finds 
no merit in the defense in the following language: 


The defendants’ performances are not eleemosynary. They are part of 
a total for which the public pays, and the fact that the price of the whole 
is attributed to a particular item which those present are expected to order, 
is not important. It is true that the music is not the sole object, but 
neither is the food, which probably could be got cheaper elsewhere. The 
object is a repast in surroundings that to people having limited powers 
of conversation or disliking the rival noise give a luxurious pleasure not to 
be had from eating a silent meal. If music did not pay it would be given 
up. If it pays it pays out of the public’s pocket. Whether it pays or not, 
the purpose of employing it is profit and that is enough. 

So in the present case the publication of the pirated news “‘is 
not the sole object, but neither is the” advertising “which probably 
could be got cheaper elsewhere” if the news entertainment were 
omitted. If the news distribution “pays it pays out of the [ ad- 
vertisers’] pocket. Whether it pays or not, the purpose of employ- 
ing it is profit and that is enough.” * * * 

We hold that the bill sufficiently alleges a controversy of equitable 
cognizance between citizens of different states and for relief for an 
amount of damages in excess of the jurisdictional requirement, and 
that the decree below ordering such a dismissal must be reversed. 


(d) The motion for a preliminary injunction should be granted. 
This motion was submitted on affidavits. KVOS’ affidavits, instead 
of denying competition with the association’s papers in news cir- 


culation, insist that, through its own reporters and its news gather- 
ing agency, the Radio News Association with a personnel of 7,500 
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news gatherers and distributors, the news it circulates to its public 
is “live, hot, up-to-the-minute reports of news events of the nation 
and world as they happen from hour to hour, night or day.” It 
insists that it could not use the Associated Press news service be- 
cause “it does not supply news of that kind or character. On the 
contrary, if affiant should attempt to broadcast the news supplied by 
Complainant Association, affiant would, in the language used by 
United States Senator Dill, the author of the Federal Radio Act, in 
a public address attacking the press associations attitude towards 
radio, ‘chloroform his radio listeners.’ ” 

Supplementing its claims of the efficiency of its news circulation 
over that of the newspapers, it specifies certain news “scoops” in 
which its news gathering agency has surpassed its rival agencies, 
and adds that “this action has been prompted by competitive reasons, 
rather than for any meritorious purpose.” 

It appears from the uncontradicted affidavit of the manager of 
the Associated Press’ press service in this area that KVOS 


has filed with the proper authorities at Washington, D. C. its schedule of 
rates for advertising when such advertising is inserted in the course of its 
news broadcasts, as well as rates for advertising when not given during the 
course of such broadcasts, and it appears therefrom that the charges to 
such advertisers during the time that such news broadcasts are given is 
greater than at other times when such advertising is given over said radio 
station. 

There can be but one conclusion from these uncontradicted facts. 
KVOS is competing with the press in its Newspaper of the Air and 
the purpose of this competition is to procure the patronage of ad- 
vertisers who will pay more for its circulation of advertising if it is 
intermingled with the articles of its Newspaper of the Air broad- 
casts. 

Properly conducted, this is a description of a fair competition 
for advertising patronage, but as we have before suggested, it af- 
fronts common sense to claim that KVOS pays the salaries of its 
own local reporters and the considerable charge shown for the news 
supplied by its radio news gathering association, so yielding a 
higher price for the intermingled advertising, and that, despite this, 
the circulation of such news is a mere gift of an educational public 
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service and not for the profit arising from the higher advertising 
rates. 

These facts dispose of KVOS’ further contention that the im- 
pressions created by radio circulation of news, on the minds of 
listening prospective customers of the advertisers, are too evanescent 
and vague to add appreciably to its competition for the patronage of 
advertisers using or likely to use the papers of the Associated Press. 

The higher price for the advertising intermingled with news dis- 
poses of KVOS’ contention that, since news distribution occupies 
but 10 percent of KVOS’ broadcasting time, it is too unimportant 
an incident of its business to warrant equitable relief. The question 
is not one of percentage of time but of the intensity of the interest 
aroused and the intensity of the news attraction to advertising is 
demonstrated by the higher rate. In the International News case it 
was not claimed that the pirated news occupied a major part of the 
news distributed by the International. On the contrary, it appeared 
that the piracy was principally confined to news from Great Britain, 
necessarily a small part of the total news published in its papers. 

The question then remains whether, in what may well have been 
a legitimate business competition in the distribution of news for the 
accompanying profit, the competition was in part waged by KVOS’ 
use against its opponents, of their own news, pirated by it from the 
Associated Press. 

KVOS relies on the testimony of L. H. Darwin, described in the 
affidavit of the owner of KVOS as employed “to conduct this program 
of news, and the said Darwin has full charge and the responsibility 
of that program.” Manager Darwin’s affidavit states that “affiant 
does not use the news of complainant or its member newspapers” 
and “further that at no time within the knowledge of Affiant has the 
Defendant Radio Station KVOS appropriated, pirated or used any 


news items belonging to Complainant, or the Bellingham Herald, 


or any other of its member papers.” 

The date of Manager Darwin’s affidavit, November 28, 19384, is 
important. In response to these general denials of the pirating, 
complainant, two days later, filed the affidavit of two witnesses who 
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testified that on November 14, 1934, that is, a fortnight before his 
general denials, Darwin himself had circulated by broadcast two 
Associated Press articles over KVOS. The text of the matter 
pirated by him in the identical verbiage of the papers is set forth in 
full detail and the whole incident is described with particularity. 
It is not without significance, in considering other statements of 
KVOS’ manager, that the particulars of this specific charge, so chal- 
lenging the veracity of his statement that he “does not use the news 
of complainant or its member newspapers,’ remain unanswered in 
the record. Such inaction does not enhance the good faith of the 
further contention that, despite the claimed superiority of the 
radio’s national and local news gathering, it will be prevented in 
the performance of a public obligation if it is enjoined from ap- 
propriating and radioing to certain outlying communities the news 
gathered by the complainant—which news, KVOS claims, “would 
chloroform its radio listeners.”’ Possibly the reason for not answer- 
ing the charge against KVOS’ manager is because his two appropria- 
tions of complainant’s news are buried in the one hundred and eighty 
similar appropriations specifically set out in the complainant’s 
affidavits. 

These one hundred and eighty piratings occupy three hundred 
and eighty-five pages of the printed record. The whole of each of 
complainant’s articles is printed and the pirated portions indicated 
by capitals. A careful study shows that one hundred and fifty-three 
of the appropriations are verbatim broadcasts of such substantial 
portions of the articles that, under no theory, could any have been 
composed by KVOS or its own news association. Eighty are from 
the Seattle Times, sixty-two from the Post-Intelligencer and twelve 
from the Bellingham Herald. In the one hundred and fifty-three 


articles were broadcast four hundred and twenty-five identical para- 


graphs. Besides this there are many identical sentences containing 
the gist of other articles. 


Had the remaining twenty-seven broadcasts been offered alone, 
their similarity in composition conceivably could have been at- 


tributed to the explanation of KVOS’ manager as to all the pirated 
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broadcasts, that the similarity results “from the usual newspaper- 
man’s treatment of a common subject which contains the same ele- 
ments of thought or sentiment.” His attempt to explain in this 
manner the identical wording of the four hundred and twenty-five 
paragraphs in the one hundred and fifty-three appropriations is 
such a challenge to common intelligence that again KVOS’ good 
faith is brought in question. 

A study of the affidavits in the record of the International News 
case shows that the preliminary injunction there granted was or- 
dered sustained by the Supreme Court on a showing much less com- 
prehensive and detailed than in the record here. Less than thirty 
instances of piracy are there described as compared with over five 
times that number here. 

It appears, and it is not denied, that complainant’s income from 
its distribution of its news to the papers serving KVOS’ radio area 
is $6,000 per month, or $72,000 per annum. Since the thirty cases 
of piracy were sufficient to show a threatened damage warranting a 
preliminary injunction in the International case the one hundred 
fifty-three are sufficient here. The Supreme Court there, without 
evidence of the loss of a subscriber, took notice that such a practice 
threatened harm to the circulation of the association’s member papers 
requiring injunctive relief. We take similar notice here that such 
pirating may well affect both their subscriber and advertising income. 

We see no merit in KVOS’ contention that enjoining it from 
pirating complainant’s news will deprive KVOS’ auditors in more 
remote districts of anything to which they have a right. KVOS 
admits that, from the matter gathered by its own news gathering as- 
sociation and its own reporters, it supplies the public need for 
news in such districts with “‘the news events of the nation and world 
as they appear and happen by night and day, as well as the inter- 
esting and popular local news items.” 

Concerning the affirmative defense that complainant’s hands are 
stained by similar misappropriations of KVOS news by the Belling- 
ham Herald, one of its members, it is enough to say that KVOS’ 
general charges are properly denied and, unlike KVOS, the one par- 
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ticular incident alleged is specifically and sufficiently explained as 
resulting from the similar working on the journalistic mind of the 
same news. 

The decree is reversed and the District Court ordered to grant 
a preliminary injunction restraining KVOS from appropriating and 
broadcasting any of the news gathered by the Associated Press for 
the period following its publication in complainant’s newspapers 
during which the broadcasting of the pirated news to KVOS’ most 
remote auditors may damage the complainant’s papers’ business of 
procuring or maintaining their subscriptions and advertising. In 
this connection consideration should be given to the likelihood of 
KVOS’ auditors awaiting the pirated news because it is free and 
does not require subscription for a newspaper. 


NaTIONAL Biscurr Company v. KeLtoce Company 
United States Circuit Court of Appeals, Third Circuit 


January 16, 1936 


Unrar ComPeTITION—“SHREDDED WHEAT’ ON CEREAL—NAME OF PATENTED 
Articte—Pvustuici Juris. 

Where appellant’s patent on a process for shredding wheat, and its 
design patent of the representation of a whole wheat biscuit had both 
expired, held that appellee in using the words “Shredded Wheat” and 
a similar design on a like preparation was not guilty of unfair competi- 
tion, inasmuch as the said words and design became publici juris on the 
expiration of the patents. Moreover, appellee’s use of these features was 
differentiated from those used by appellant in such a way as to avoid 
deception of the public. 


In equity. From a decision of the United States District Court, 
District of Delaware, in favor of defendant, plaintiff appeals. 
Affirmed. For decision below, see 25 T.-M. Rep. 102. 


Hugh M. Morris, of Wilmington, Del., for appellant. 
Ward & Gray, of Wilmington, Del., for appellee. 


Before Burrineton, Davis and THompson, Circuit Judges. 


Per Curiam: As stated by the court below, “the bill charges 


unfair competition. It avers that plaintiff is vested with the exclu- 
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sive right to whole wheat biscuit made in a particular and distinctive 
shape, appearance and structure; to the name ‘Shredded’ and 
‘Shredded Wheat’ in connection with whole wheat biscuit; and to 
the representation or picture of whole wheat biscuit made in a 
particular and distinctive shape, appearance and structure generally 
and shown in a saucer or dish.”” After proofs, that court filed an 
opinion which discussed in great detail the questions involved and, in 
pursuance thereof, entered a decree dismissing the bill. Whereupon 
plaintiff took this appeal. 

After due consideration had of all questions raised in the cause, 
we are of opinion no error was committed and the judgment below 
should be affirmed. In view of the full and satisfactory discussion 
by the trial court of all issues involved, we find no occasion to write 
a further opinion and, with a view to avoiding needless repetition, 
we confine ourselves to stating that on the expiration of plaintiff's 
patent No. 548,086, the exclusive right to make and sell the food 
product therein described ended. And on the expiration of plain- 
tiff’s design patent No. 24,688, the exclusive right to the designed 
biscuit also ceased. In that regard we agree with the Judge below, 
namely : 


In this case plaintiff claims in perpetuity the monopolistic right to 
the descriptive word “shredded” and a monopolistic right in the shape or 
form of the biscuit. Any right of plaintiff must be based upon the wrong 
of defendant. Relief must be based upon confusion or palming off, other- 
wise relief should be denied. Originally patents covered every phase of 
plaintiff's business. There were product, process and design patents 
which secured plaintiff a perfect monopoly of the business. These patents 
have expired and the case falls into the class of expired patent cases and 
is controlled by the Singer case. 


The food product which was covered by these patents was made 
by the mangling or, as they called it, shredding of wheat in the 
process and the product was given the form of an elongated, cir- 
cular-topped biscuit which was described by them as shredded wheat 
and became known to the trade and consumers by the descriptive 
words “shredded wheat.” However closely that term may have 
become associated with the plaintiff’s business during the life of its 
patents, the fact remains that on the expiration of the patents, the 
public could use the patented process both in making the patented 
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product and in making it in the form described in the design patent 
and in calling it “shredded,” provided in doing so it avoided simulat- 
ing the product so as to prevent confusion and lead buyers into 
the belief they were buying plaintiff’s product. This, in the judg- 
ment of the court below and of this court, the defendant has done in 
compliance with the requirements of Singer v. June, 163 U. S. 169, 
for the product of the defendant has at all times, in its cartons and 
otherwise, been marked with its own name, in words and colors 
(green and red) of such distinctive character that buyers thereof 
knew they were getting defendant’s product and were not buying 
that of the plaintiff. Moreover, it is clear that the word “shredded” 
was a descriptive word, aptly describing the process to which wheat 
grains were subject by anyone using shredding or mangling in 
processing wheat grains. It is clear, therefore, the use of the word 
“shredded” is open to all shredders of wheat, provided that in the 
use of the descriptive word “shredded,” they so use the said word 
“shredded” as not to mislead and confuse the public into the belief 
that they are buying the product of some other shredder. Now, that 
no confusion, misleading or deceit is shown in this case, is clear. In 
that regard we agree with the court’s summary: 


Where the name is the only name by which the article can be described 
and is the only name by which it was described during the existence of the 
patent that name becomes public property upon the expiration of the 
patent. Here the patented biscuit was known as “Shredded Wheat” or 
“Shredded Wheat Biscuit.” Upon the expiration of the patent that name 
became public property. 

Evidence that “Shredded Wheat” or “Shredded Wheat Biscuit” has been 
understood by the public for years to mean a product produced only by the 
plaintiff does not establish plaintiff's right to that name. Where a 
secondary meaning is established even to the exclusion of any other mean- 
ing, a competitor has the right to use that name provided he clearly dis- 
tinguishes his goods. So where a man distinguishes his goods he has ful- 
filled his duty to his competitors and to the public. What normal person 
desiring plaintiff's biscuit would take defendant’s package and think he 
was getting plaintiff's package. Or what person seeing defendant’s pack- 
age would think it was plaintiff's package. Such confusion cannot be 
inferred from the circumstances of the case and there is no proof of it. 

The testimony of a hundred witnesses from all parts of the country 
establishes there was no passing off of defendant’s biscuit for plaintiff's 
or deception of the public to any appreciable extent. 


So regarding, the decree below is affirmed. 
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WesteERN Auto Supp_ty Company v. WesterN Auto Supp.Ly 


CoMPANY 


United States District Court, District of New Hampshire 


January 29, 1936 


Unrair CompetTirion—Criaim To Corporate NamME—Prioriry oF APPROPRIA- 
TION. 


The general rule is that, as between conflicting claimants’ to the 
right to use the same name in the same area in connection with the sale 


of the same products, priority of appropriation determines the question 
of right. 


Unramr Competition—Uset or Same Corporate Name—“Western Avrto 
Suprpty Company’—SeEconpary MEANING. 

Where plaintiff, Western Auto Supply Company, was incorporated 
in 1914 and has since carried on an extensive business in automobile 
supplies and accessories under said name, also as “Western Auto 
Stores,” held that such names have acquired a secondary meaning as 
indicating exclusively plaintiff’s product and business. 

Unrair Competirion—Use or ANorHer’s Corporate NamMe—INJUNCTION. 

Where, after plaintiff, incorporated in 1914 under the laws of the 
State of Missouri, had extended its business in automobile supplies into 
every state in the Union, and had identified such supplies and business 
with its corporate name, Western Auto Supply Company, the adoption 
and use by defendant in a similar business of the name Western Auto 
Supply Company, held unfair competition. 

In equity. Action for unfair competition. Judgment for plain- 


tiff. 


McLane, Davis & Carleton, and Kenneth F. Graf, all of Man- 
chester, N. H., for complainant. 

Louis E. Wyman, and Wyman, Starr, Booth, Wadleigh §& Lang- 
dell, all of Manchester, N. H., for defendant. 


Morris, J.: This is an action alleging unfair competition in 
the use of the plaintiff's trade-name, seeking a permanent injunc- 
tion and damages. 

The plaintiff, Western Auto Supply Company, was incorporated 
in 1914 under the laws of the State of Missouri and has always used 
and still uses that name and the shorter name, ““Western Auto Stores’’ 
in the advertising and sale of automobile supplies and accessories. 

The defendant, the Western Auto Supply Company is a corpora- 
tion organized under the laws of the State of New Hampshire and 
doing business at Manchester in said state and at Portland in the 
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State of Maine. It was incorporated July 5, 1934, by James Rosen- 
blum and Wilfred Lessard of Manchester, N. H., and Max Cohen 
of Lowell, Mass. It has also used a shorter name, “Western Auto 
Stores.”’ 

Plaintiff's bill alleges in brief, that for several years past it has 
advertised its business throughout the United States by means of 
catalogues and newspaper advertising at an expense of many thou- 
sands of dollars; that it has become well known under its corporate 
name, “Western Auto Supply Company” and its more popularly 
known name, “Western Auto Stores” as a nation-wide distributor 
of automobile supplies and accessories; that its business by direct 
selling and by sales through catalogues extends into every state of 
the United States; that in the year 1934 it did a gross business in 
excess of $17,000,000 and has established through sound merchan- 
dising and skillful management a wide-spread favorable reputation 
with the public resulting in the creation of a valuable good-will; 
that the stores which serve the public in this locality are the follow- 
ing: 180 Brookline Avenue, Boston; 118 Brighton Avenue, Boston; 
127 Federal Street, Boston; 628 Massachusetts Avenue, Cambridge, 
Mass.; 200 Pleasant St., Malden, Mass.; 1536 Hancock Street, 
Quincy, Mass.; 21 Market Street, Lynn, Mass.; that it has ex- 
pended large sums of money in advertising its stores and its products 
in newspapers having a large circulation in this district; that it does 
a mail-order business in addition to its sales from its local stores. 

The bill further alleges that immediately upon its incorporation 
the defendant opened a store at 1202 Elm Street in Manchester, 
N. H., for the purpose of competing and selling the same general 
merchandise as is sold by the plaintiff; that the use by the defendant 
of its corporate name and the name “Western Auto Stores” was in 
fact an imitation of the plaintiff's names; that the plaintiff believes 
and therefore avers that the use of the names of the plaintiff in the 
manner above set forth by the defendant is a wilful, wrongful, 
fraudulent and malicious undertaking and contrivance to secure and 
avail itself of the good-will, reputation and business of the plaintiff 
and that it interferes with, impairs and diminishes the plaintiff's 
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business ; that the continued use of the plaintiff’s name in the manner 
aforesaid deceives customers of the plaintiff and is a fraud upon the 
public; that the plaintiff has been damaged by the continued wrong 
of the defendant to the amount in excess of three thousand dollars 
and will in the future be damaged in sums greatly in excess of said 
amount; and that the continued damage to the plaintiff cannot be 
accurately estimated and is therefore irreparable. The bill con- 
cludes with a prayer for a permanent injunction and damages. 


Findings of Fact 


I find as a fact that the plaintiff is one of the leading distributors 
in the country of auto supplies and accessories ; that it has forty-one 
stores in the eastern district along the Atlantic Seaboard of which 
seven are located in Boston and its immediate vicinity. The annual 
gross sales of the forty-one stores based upon eleven monthly re- 
ports amounts to $4,500,000. These figures do not include the mail 
order business. The business done at the seven stores above men- 
tioned approximates $675,000 which results from extensive adver- 
tising through newspapers, catalogues and circulars and pamphlets 
distributed to individuals making store purchases. The annual cost 
of advertising is about 414 percent of the gross volume of its sales. 
Its advertising cost in the Boston district for eleven months of the 
year 1985 was in excess of $15,000, done through the Boston 
American and Boston Traveler, newspapers having a wide circula- 
tion throughout the New England states. Many catalogues were 
sent to people in New Hampshire towns having a population of less 
than 10,000. Their stores are patronized by Maine and New 
Hampshire people. Some mail order business was done in the latter 
state, but the evidence does not disclose the amount. 

The evidence does disclose that the plaintiff received orders 
from persons in forty-eight different towns in the State of New 
Hampshire. Most of its business is done with garage owners and 
automobile dealers and it sells some articles at prices less than 
wholesale price for the same articles found in defendant’s catalogue, 
only one of which was ever prepared and sent out by the defendant. 
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It does not appear that the plaintiff ever attempted to open any 
stores in the State of New Hampshire until some time in 1935 when 
its district manager from the Boston district went to Manchester 
and examined a vacant store with the thought in mind of opening a 
branch in that city, but nothing further was done. 

The defendant immediately upon its incorporation July 5, 1934, 
opened a store at 1202 Elm Street, Manchester, N. H., selling the 
same general line of merchandise sold by the plaintiff. It used the 
exact name of the plaintiff, namely, ““Western Auto Supply Com- 
pany” and also the shorter name, “Western Auto Stores.” 

I find that it was the intention of the defendant to imitate the 
plaintiff's trade-name and secure to itself some of the good-will that 
had been built up by the plaintiff through its extensive advertising. 

The defendant’s manager testified that the store did only a 
wholesale business, but from further examination it appeared that 
anyone who came in with money could buy articles at retail. 

An examination of photographs of the defendant’s store discloses 
in large letters the sign, ““Western Auto Supply Company” and on 
the display window the words, ‘““Wholesale Division.” 

Whether this was intended to imply that the store was a branch 
of the plaintiff's stores doing a wholesale business is not disclosed 
by the evidence. I find that anyone familiar with the plaintiff's 
business might well mistake the Manchester store of the defendant 
as the wholesale division of plaintiff's stores. 

Max Cohen, the general manager of the defendant’s store living 
in Lowell, Mass., was not present at the trial, although no sufficient 
reason appears for his absence. Counsel for the plaintiff was unable 
to ascertain from the local manager why Cohen selected the identical 
name used by plaintiffs in its business. Unless the defendant desired 
to secure some of the plaintiff's business, he could just as well have 
incorporated under the name of “Eastern Supply Company” or 
some other name that would not be an imitation of the plaintiff's 


trade-name. 


I find that Cohen selected the names deliberately for the purpose 


of securing some of the plaintiff's business. 
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Plaintiff's complaint makes no claim of a copyright or a trade- 
name registration but I find that by means of extensive advertising 
throughout the United States and through skillful management it 
has gained a favorable reputation with the public so that its names 
have come to have a secondary meaning. 


Rulings of Law 


Defendant contends that the plaintiff has no legal right to any 
single word in its corporate name; that the defendant had a legal 
right to form a corporation to be known as the “Western Auto 
Supply Company” and that it discontinued the use of the shorter 
name. 

It appears, however, that the discontinuance of the shorter 
name was not until after plaintiff’s action was filed, May 15, 1935. 

It is clear that if the defendant were permitted to engage in the 
same line of business under its corporate name identical with the 
plaintiff's trade-name, third persons would be likely to deal with the 
defendant thinking they were dealing with the plaintiff and the 
identity of the plaintiff would be confused and destroyed. 

The general rule is that as between conflicting claimants to the 
right to use the same name in the same area in connection with the 
sale of the same products, priority of appropriation determines the 
question of right. 

Under the law, the corporate name is a necessary element of the 
corporation’s existence. Any act which produces confusion or un- 
certainty concerning this name is well calculated to injuriously affect 
the identity and business of the corporation, and as a matter of fact, 
in some degree at least, the natural and necessary consequence of 
the wrongful appropriation of a corporate name, is to injure the 
business and rights of the corporation by destroying and confusing 
its identity. Newby v. Oregon Central R. Co., Fed. Cases No. 
10144, 

In the case of Standard Oil Company of New Mexico v. Standard 
Oil Company of California, 56 Fed. (2d) 973 [22 T.-M. Rep. 363], 
it was held that the name of the defendant Standard Oil Company 
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of New Mexico was confusingly similar to the plaintiff's name 
Standard Oil Company of California. 

The secondary meaning of a name, however, has no legal signifi- 
cance, unless the two parties make or deal in the same kind of goods. 
In the instant case they do deal in the same kind of goods, and the 
plaintiff having first appropriated its corporate name and established 
its good-will, its names have acquired such a secondary meaning as 
will entitle it to restrain by injunction any one dealing in the same 
line of goods under the same or a similar name. 

Defendant further claims that the plaintiff has no right to an 
injunction against the use of its identical name in a state where it 
is in fact not engaged in business if such name has been properly 
and legally adopted by a domestic corporation. 

The defendant questions the right of the plaintiff, a foreign 
corporation, to do business in the State of New Hampshire because 
it has never registered its name or appointed the Secretary of State 
its agent or attorney upon whom service of process might be made, 
as required by Chapter 231 of the Public Laws of New Hampshire. 

In the case of General Film Company of Missouri v. General 
Film Company of Maine, 237 Fed. 64, it was held that a corporation 
organized under local laws adopting the name of a foreign corpora- 
tion has no right to the use of the name of such foreign corporation 
for the purposes of unfair competition. 

A foreign corporation can restrain the use by a domestic corpora- 
tion of a trade-name similar to its own when such name is chosen by 
the domestic corporation with the notice of the name and business 
of the foreign corporation, even though the latter has obtained no 
authorization to do business in the state. This principle of law is 
based upon the prevention of fraud. See U. S. Light § Heating 
Co., of Maine v. U. S. Light and Heating Company of New York, 
181 Fed. 182; Phila. Trust Safe Deposit § Ins. Company v. Phila. 
Trust Company, 123 Fed. 534; Nims on Unfair Competition and 
Trade-marks (3rd Ed.) 239; Household Finance Corp. v. Household 
Finance Corp., 11 Fed. Supp. page 3. In the last mentioned case it 
is held that when a state grants a charter to a corporation in ac- 
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cordance with the name selected by the corporation, the state does 
not warrant the name or guarantee that the domestic corporation 
shall have the full right and privilege to that name, regardless of 
any previous existing right in another. 

Defendant asserts that companies doing business in different 
localities and not in direct competition may exist under the same 
or similar names. Citing, National Grocery Co. v. National Stores 
Corporation, 95 N. J. Eq. 588 [14 T.-M. Rep. 331]; Kaufman v. 
Kaufman, 228 Mass. 104 [6 T.-M. Rep. 266]; Briggs Co. v. Na- 
tional Wafer Co., 215 Mass. 100 [3 T.-M. Rep. 323]. 

It is a well known fact that many New Hampshire people go to 
Boston and vicinity for trade. So far as it may be found as a fact, 
I find that Boston and vicinity where plaintiff’s stores are located 
and New Hampshire and Maine are within the same trading area 
and that the plaintiff through advertising and catalogues has ex- 
panded its business to include such area. 

In the case of Sweet Sixteen Company v. Sweet 16 Shop, Inc., 
15 Fed. (2d) 920 [17 T.-M. Rep. 71] it is held that the use of the 
name Sweet 16 Shop, Inc., in carrying on business in Utah similar 
to that of a California Corporation using the trade-name “Sweet 
Sixteen Company,’ which had expanded its business to include 


Utah as part of its territory by catalogues and advertisements, con- 
stituted unfair competition with respect to the business of the last 
mentioned corporation. 


The facts in the instant case distinguish it from the case of Han- 
over Milling Company v. Metcalf, 240 U. S. 408 [6 T.-M. Rep. 149] 
and from the case of United Drug Company v. Rectanus Co., 248 
U. S. 90 [9 T.-M. Rep. 1]. 

The fact that the plaintiff sells at retail and the defendant claims 
to sell only at wholesale is immaterial so long as both deal in the 
same line of merchandise. 

It follows that the plaintiff is entitled to the relief sought. 

Counsel may prepare and present an appropriate injunctive 
order. The question of damages will be heard later at the conveni- 
ence of the parties. 
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Unitrep Razor Biape CorPporATION AND KATHERINE SCHWARZ V. 
Tue Akron Drue anp Sunprigs Co., L. E. SHunx Latex 
Propucts, Inc., Maurice GussMAN anp L. E. SHunk 


Ohio Court of Appeals, Ninth District 


December 2, 1935 


TrapE-MarKxs—AssiGNMENT—WHEN RECORDABLE. 
A trade-mark may be assigned only in connection with the good- 
will of the business in which it is used. Under the Act of February 
20, 1905, such assignments must be duly acknowledged and are void 


as against any subsequent purchaser, unless recorded in the Patent 
Office within three months from the date thereof. 


TrapE-Marks AND Unrair Competrrion—‘Unitrep Braves” For Razor 
Brapes—Vatinrry or ASSIGNMENT. 

One Louis Schwarz, doing business as United Blade Company, 
adopted as a trade-mark for razor blades the words “United Blades” 
in shield form and registered same in the United States Patent Office 
on May 27, 1930. In 1931 said Schwarz duly assigned said trade-mark 
and the good-will of the business to United Razor Blade Corporation, 
said assignment having been duly recorded in the Patent Office. Plain- 
tiff Katherine Schwarz become president of the new corporation. Said 
corporation was dissolved in June, 1934 for failure to pay its franchise 
tax, and prior thereto assigned the trade-mark to said Katherine 
Schwarz, but made no record of such assignment in the Patent Office 
until after the instant action was begun; nor did said corporation 
part with its business by reason of such transfer, but continued using 
the trade-mark till it was dissolved. Thereafter, plaintiff Katherine 
Schwarz and three others formed a new corporation under the name 
Louis Schwarz Corporation and sold razor blades under the old trade- 
mark in connection with its drug business, until having become 
financially embarrassed, it conveyed its business, together with all its 
merchandise and the right to the corporate name, to defendant The 
Akron Drug and Sundries Company, which thereafter sold razor blades 
under the trade-mark registered in the Patent Office. 

In a suit to enjoin defendants from the use of the mark, held that, 
inasmuch as the assignment made by the United Razor Blade Corpora- 
tion to plaintiff Katherine Schwarz did not include the good-will of the 
business and was therefore invalid, defendant The Akron Drug Com- 
pany had a superior right to the mark, and was not guilty of unfair 
competition with plaintiffs in using same on its razor blades. 


In equity. Action for alleged unfair competition in the use of 
a trade-mark and label. From a decision of the Ohio Court of Com- 
mon Pleas, plaintiffs appeal. Affirmed. 


Gottwald § Breiding, of Akron, Ohio, for plaintiffs. 


Slabaugh, Seiberling, Huber § Guinther, of Akron, Ohio, and 
A. E. Bernsteen, for defendants. 
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Nicuots, J. (of the Seventh District, sitting by designation in 
place of Stevens, J.): This action was originally brought by plain- 
tiffs against defendants in the Common Pleas Court of Summit 
County, Ohio, to recover damages for, and to obtain an injunction 
against, the infringement of a registered trade-mark, known as 
“United Blades,” and unfair competition in connection with the 
manufacture and sale of safety razor blades in labeled envelopes 
and packages bearing said trade-mark. 

A temporary injunction was granted to plaintiffs by the Common 
Pleas Court, without hearing, and, thereafter, on motion of the 
defendants and hearing had thereon, said temporary injunction was 
dissolved by said court, and the court dismissed the defendants L. E. 
Shunk Latex Products, Inc., and L. E. Shunk from the case. 

From the order of the Common Pleas Court dissolving the in- 
junction, and dismissing said last-named defendants, error and ap- 
peal were prosecuted to this court, which cases, on motion of the 
plaintiffs’ have been dismissed. 

On October 22, 1935, the case was again argued and finally sub- 
mitted to the Common Pleas Court on the sole question of the right 
of the plaintiffs to injunctive or equitable relief. The Common 
Pleas Court determined that the plaintiffs were not entitled to the 
injunctive or equitable relief prayed for in their petition, and there- 
upon, after a motion for a new trial was filed by the plaintiffs and 
overruled, the Common Pleas Court denied said relief and ordered 
plaintiffs’ petition dismissed; reserving for future consideration the 
relief sought on the cross-petition of the defendant The Akron Drug 
and Sundries Co. 


Error proceedings were then instituted in this court by the 


plaintiffs under case No. 2691. Thereafter an appeal was taken by 
plaintiffs to this court, under case No. 2692. The cause is now heard 
in this court upon appeal, no motion having been made by the 
defendants to dismiss the appeal proceeding. The cause is sub- 


mitted to this court upon the record of the evidence introduced in 
the Common Pleas Court. 


The allegations of plaintiffs’ petition are as follows: 
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Plaintiff United Razor Blade Corporation alleges that it is a corpora- 
tion duly organized and existing under and by virtue of the laws of the 
State of Illinois; that it is engaged in the business of vending and selling 
an article known as razor blades, to be used with safety razors, which it 
has for some time last past offered for sale and sold in a rectangular card- 
board box, colored dark blue, said box being 17%” in length, 144,” in width, 
and 54,4” in depth. 

That said box is labeled with a de- 
vice, of which the following is a speci- 


That said device was registered in } 


the United States Patent Office under 
the Act of February 20, 1905, on the 
27th day of May, 1930, as trade-mark 
No. 271238. 

Plaintiff Katherine Schwarz says 
that said trade-mark is her sole prop- BLUE STEEL 
erty and that she has licensed and 
authorized plaintiff United Razor SATISFACTION 
Blade Corporation to use said trade- GUARANTEED 
mark in connection with its business UNITED BLADE CO 
of selling razor blades; that by virtue ORAGS, Bb 
of said license and authorization, the 
exclusive right to use said trade-mark 
is now vested in both plaintiffs; that said trade-mark has been used by 
plaintiffs and Louis Schwarz, the original owner of said trade-mark, for a 
long period prior hereto; that, by reason thereof, razor blades bearing said 
insignia, and sold by the plaintiffs, have become widely and favorably 
known as a reliable, valuable and useful article, and have acquired a high 
reputation as such, and have commanded and still command an extensive 
sale at Akron, Ohio, and elsewhere, which is and has been a source of great 
profit to the plaintiffs. 

That such article is known to the public and to the buyers and con- 
sumers thereof by the said name of “United Blades” and it is generally 
recognized by the plaintiffs’ own proper device and trade-mark as aforesaid. 

That, notwithstanding the quiet use and enjoyment by the plaintiffs 
of the said name and trade-mark, the defendants, well knowing the 
premises, but wilfully disregarding the plaintiffs’ rights, thereafter, and in 
the year 1935, wrongfully prepared and offered for sale and now do offer 
for sale and sell, at Akron, Ohio, and elsewhere, an article in imitation of 
the plaintiffs’ article, with the intent and purpose to deceive the public 
and the buyers and consumers thereof, which article is called by said 
defendants “United Blades,” and has caused it to be put up in packages 
identical with that of the plaintiffs’ in all respects, including size and 
printed material, said packages being labeled with a precisely similar label 
to that of the plaintiffs. 

That such imitation of the package and label of plaintiffs’ said article, 
and such use of the words “United Blades” are, and each is, calculated to, 
and is intended by the defendants to, deceive the purchasers and consumers 
of plaintiffs’ said article, and actually has misled, and still does mislead, 
many of them to buy the article sold by the defendants, greatly to the 
diminution of the business and profits of these plaintiffs. 


IM REG. US, PAT. OFF, 
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That the article so put up and sold by the defendants in imitation of the 
plaintiffs’ article is of a greatly inferior quality in that the blade sold by 
the said defendants is made of an inferior quality steel and is of a different 
design and pattern, and has neither the shaving quality nor the service- 
ability of the plaintiffs’ product, and that by reason of the premises the 
general esteem and reputation of the said articles sold by the plaintiffs 
has been injured greatly to the diminution of the said business and profits 
of the plaintiffs. 

Plaintiffs further say that they have made demand on defendants to 
cease and desist from further infringement of their rights and to discon- 
tinue the perpetration of said fraud upon the public, but defendants have 
neglected, failed and refused to comply therewith. 

That by reason of the premises, plaintiffs have been injured to their 
damage in the sum of One Hundred Thousand Dollars ($100,000.00). 

Wherefore, the plaintiffs pray for a judgment and/or order against the 
defendants, as follows: 

First: For One Hundred Thousand Dollars ($100,000.00) damages; 

Second: That the defendants, their officers and agents, be temporarily 
and forever restrained from preparing, putting up, selling, or offering 
for sale, said imitation of the plaintiffs’ article, or any article bearing the 
name of “United Blades,” or any imitation of the label or trade-mark of 
the plaintiffs, and from using upon their packages of razor blades the 
words “United Blades” either combined or not combined with the trade- 
mark of the plaintiffs; 

Third: That the defendants account for any pay over to the plaintiffs 
all profits realized by them upon the sale of said articles by them with any 
imitation of plaintiffs’ said trade-mark; 

Fourth: For such other and further relief as may be just and proper, 
together with the costs of this action. 


To this petition of plaintiffs, The Akron Drug and Sundries 
Company filed its separate answer and cross-petition, as follows: 


For its separate answer to the petition of the plaintiffs, the defendant 
The Akron Drug and Sundries Company admits that United Razor Blade 
Corporation is a corporation duly organized and existing under and by 
virtue of the laws of the State of Illinois, alleging, however, that it was 
so organized only on June 8, 1935. 

It admits that boxes containing safety razor blades have been labeled 
with a device, of which the one pasted upon page one of the plaintiffs’ 
petition is a specimen, alleging, however, that said label was so used by 
others than the plaintiffs. P 

It denies each and every other allegation contained in the plaintiffs’ 
petition and prays that said petition may be dismissed at the costs of the 
plaintiffs. 


Cross-Petition 


For its cross-petition against the plaintiffs, United Razor Blade Corpora- 
tion and Katherine Schwarz, the defendant The Akron Drug and Sundries 
Company alleges that it is a corporation duly organized and existing under 
the laws of the State of Ohio; that it has registered with the United States 
Patent Office a trade-mark bearing the words “United Blades,” so com- 
bined as to form in design a shield; that said trade-mark was registered 
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on June 20, 1935, and has been examined and passed for publication by 
said United States Patent Office; that no other person is the owner of or 
has the right to use the words “United Blades” in a design like unto a 
shield, or similar to that registered by this cross-petitioner; that the plain- 
tiff Katherine Schwarz wrongly and without right claims to be the owner 
of a trade-mark similar in design to that registered by this cross-petitioner, 
and has wrongly and without right pretended to give a license to use said 
trade-mark to the plaintiff United Razor Blade Corporation; that neither 
of said plaintiffs is rightly the owner thereof, nor has any right or interest 
therein, and that neither of the said plaintiffs has any right or interest, nor 
can have any right or interest, in a certain trade-mark registered May 
27, 1930, as trade-mark No. 271238, but both said plaintiffs pretend to have 
rights or interests in said trade-mark and have attempted to, and continue 
to attempt to market razor blades with that trade-mark and design 
thereon; that thereby this cross-petitioner will be prejudiced and damaged 
in its efforts to manufacture and sell razor blades containing the design 
and name “United Blades” thereon; that the purpose and intent of said 
plaintiffs in wrongly using said mark and design is to interfere with, harass 
and annoy the defendant and cross-petitioner in the rightful use of the 
design owned by it, and to cause injury and damage to the business done by 
the defendant and cross-petitioner. 

Wherefore, the defendant and cross-petitioner prays that the plaintiffs 
may be perpetually restrained and enjoined from preparing, putting up, 
selling and offering for sale, any article bearing the name “United Blades,” 
or any imitation of the label or trade-mark registered by this defendant 
and cross-petitioner with the United States Patent Office on June 20, 1935; 
or from using, upon packages of razor blades manufactured or sold by 
them, the words “United Blades,” either combined or not combined with 
the trade-mark registered by this defendant and cross-petitioner. 

It further prays that the plaintiffs may be required to account for and 
pay over to this defendant and cross-petitioner all profits realized by them 
upon the sale of razor blades with any words or marks thereon similar to 


or containing the design registered by the defendant and cross-petitioner 
on June 20, 1935. 


The defendant Maurice Gussman filed his separate answer to the 


petition of plaintiffs by adopting all of the answer of the defendant 
The Akron Drug and Sundries Co. 


The defendant L. E. Shunk and the defendant L. E. Shunk 


Latex Products, Inc., each filed a separate answer denying all the 
allegations of plaintiffs’ petition and specifically alleging that said 


defendant has at no time sold, manufactured or otherwise dealt in 


razor blades, of any kind or character, bearing any trade-mark or 
trade-name, and alleging that said defendant has no relationship to, 


or ownership of, the codefendant The Akron Drug and Sundries 
Company. 





138 TWENTY-SIX TRADE-MARK REPORTER 


As hereinbefore stated, the only matter heard and determined in 
the Common Pleas Court was the matter of the right of the plain- 
tiffs to injunctive or equitable relief, as prayed for in the petition, 
there never having been any hearing in the Common Pleas Court 
upon the cross-petition of the defendant The Akron Drug and Sun- 
dries Company, and we are, therefore, on this appeal concerned 
with the sole question of the right of the plaintiffs to the injunctive 
and equitable relief prayed for in the petition. 

From the pleadings and evidence, we find the following facts: 

1. The trade-mark in question, “United Blades,” the words 
combined so as to form a shield, was originally registered in the 
United States Patent Office by, and in the name of, Louis Schwarz, 
on May 27, 1930, as trade-mark No. 271238, under the Act of 
February 20, 1905. The form of said trade-mark was designed by 
a member of the family of Louis Schwarz. 

2. For at least two years prior to the registration of said trade- 
mark, and for about one year thereafter, Louis Schwarz, under the 
name “United Blade Company,’ was engaged in the business of 
selling razor blades, employing the name “United” on said blade and 
the device as registered by him. In 1931, United Razor Blade 
Corporation was incorporated under the laws of the State of Illinois, 
and, on April 28, 1931, said Louis Schwarz in writing, which was 
duly recorded in the United States Patent Office on April 29, 1931, 
duly assigned said trade-mark together with “the good-will of the 
United Blade Company, the business in which said trade-mark is 
used” to said United Razor Blade Corporation, known in the record 
as “old company.” 

8. Plaintiff Katherine Schwarz was one of the incorporators, and 
afterward became president, of United Razor Blade Corporation 
(old company), and owned a majority of its stock. United Razor 
Blade Corporation (old company), after the assignment to it by 
Louis Schwarz of said trade-mark and the good-will of United Blade 
Company, actively engaged in the razor blade business, using the 
said trade-mark until said company was dissolved on June 27, 1934, 
for failure to pay its franchise tax to the State of Illinois for the 
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year 1933. Prior to the order of dissolution of said United Razor 
Blade Corporation (old company ), to wit, on or about April 24, 1933, 
said United Razor Blade Corporation (old company) assigned the 
trade-mark to the plaintiff Katherine Schwarz, but no effort was 
made to place this assignment upon the record in the United States 
Patent Office until after this action was begun in the Common Pleas 
Court of Summit County, Ohio. Reference will be made to the 
terms of this written assignment hereinafter, but from the whole 
record we find that United Razor Blade Corporation (old company) 
did not at the time of this transfer part with its business and good- 
will, but continued to use said trade-mark in its business of selling 
razor blades until the date of the dissolution of said corporation. 

4. Katherine Schwarz, after the assignment to her of said trade- 
mark, did not individually engage in the business of manufacturing 
or selling razor blades, but after the old company, United Razor 
Blade Corporation, had been dissolved, a new corporation was 
formed by Katherine Schwarz, her two daughters, and a Mr. Perel, 
under the laws of the State of Illinois, under the name of Louis 
Schwarz Corporation, although Louis Schwarz owned no stock in 
said corporation, Katherine Schwarz being the principal stockholder 
thereof. Louis Schwarz Corporation engaged in the wholesale drug 
business, and in connection therewith it sold razor blades which it 
caused to be manufactured for it and sold under the same trade- 
mark which had originally been registered by said Louis Schwarz. 
Louis Schwarz Corporation became financially embarrassed, among 
its creditors being The Akron Drug and Sundries Company in 
amount of more than $20,000, and Louis Schwarz Corporation, on 
or about May 15, 1935, made an assignment for the benefit of its 
creditors to one H. W. Cline, trustee, and said H. W. Cline, as as- 
signee for the benefit of the creditors of said Louis Schwarz Cor- 
poration, on May 22, 1935, sold and delivered to The Akron Drug 
and Sundries Company of Akron, Ohio, the following goods and 
chattels and property, to wit: 

All and singular that certain stock of merchandise, inventory, tools, 


fixtures, and one 1934 Chevrolet truck, now located at 508 S. Dearborn 
St., Chicago, Ill., in the premises formerly occupied by Louis Schwarz 
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Corporation, together with good-will and the right to use the name “suc- 
cessors to Louis Schwarz Corporation.” 

As shown by the inventory made by said H. W. Cline, as assignee 
for the benefit of the creditors of Louis Schwarz Corporation, copy 
of which is admitted in evidence, a considerable quantity of drugs of 
various kinds, and other merchandise such as is usually kept for sale 
by a drug company, as well as about two hundred cartons of razor 
blades labeled with the mark “United Blades,” the words forming 
a shield, came into the possession of said The Akron Drug and 
Sundries Company, and, thereafter, The Akron Drug and Sundries 
Company engaged in the business of selling razor blades in packages 
and cartons stamped in all respects with said trade-mark formerly 
registered by said Louis Schwarz in the United States Patent Office. 

After the assignment by Louis Schwarz Corporation for the 
benefit of its creditors, the defendant Maurice Gussman, who is a 
stockholder and the secretary of The Akron Drug and Sundries 
Company, went to Chicago and negotiated with the plaintiff Kath- 
erine Schwarz, her husband and daughters, for the purpose of mak- 
ing some arrangement whereby said trade-mark might be used by 
a new corporation to be formed by Mrs. Schwarz and said Gussman, 
and whereby a certain part of the profits arising from the sale of 
razor blades would be applied toward the payment of the obligation 
owing by Louis Schwarz Corporation to said The Akron Drug and 
Sundries Company. These negotiations failed because Katherine 
Schwarz refused to associate herself with said Gussman under any 
arrangement of the nature outlined. 

Thereafter, on June 8, 19385, Katherine Schwarz and her 
daughters organized a new corporation of the same name as the first 
corporation herein referred to, to wit, United Razor Blade Corpora- 
tion, known in the record as “new company,” and, after the organiza- 
tion of this new company, it engaged in the business of selling razor 
blades, using the same trade-mark hereinbefore referred to. After 
the negotiations made by Maurice Gussman in his effort to form an 
association with Mrs. Schwarz, for the manufacture and sale of 
razor blades, had fallen through, to wit, on June 20, 1935, The 
Akron Drug and Sundries Company filed its application in the 
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United States Patent Office for the registration, in its name, of the 
same trade-mark which had originally been registered in the name of 
said Louis Schwarz. 

The Akron Drug and Sundries Company is a corporation, or- 
ganized under the laws of the State of Ohio on May 22, 1933. In 
its application, filed in the United States Patent Office for the regis- 
tration of said trade-mark, it set forth that this “trade-mark has 
been continuously used and applied to said goods in applicant’s busi- 
ness since October 1, 1928.” The title report made by the chief of 
the assignment division in the United States Patent Office shows that 
on July 22, 1935, “the title appears from the assignment records to 
be vested in United Razor Blade Corporation, Chicago, IIl., corp. 
of Illinois.” 

The Akron Drug and Sundries Company furnished the patent 
office with a letter from the secretary of state of the State of Illinois, 
setting forth that United Razor Blade Corporation was dissolved by 
action of the attorney general’s office in the Superior Court of Cook 
County, June 27, 1934, for failure to pay the annual franchise tax 
for the year 1983. 

Thereafter, the application of The Akron Drug and Sundries 
Company for a registration of said trade-mark was passed for pub- 
lication and notice thereof was published, pursuant to the provisions 
of the Act of February 20, 1905. Thereupon the plaintiff Katherine 
Schwarz filed her objection to the registration of said trade-mark in 
the name of The Akron Drug and Sundries Company, and registra- 
tion was refused pending such time as the right of registration may 
be determined in accordance with the provisions of the Act of 
February 20, 1905. 

The petition of plaintiffs herein was filed in the Common Pleas 
Court of Summit County on August 7, 1935, and thereafter, on or 
about August 10, 1935, the assignment made by United Razor Blade 
Corporation (old company) to Katherine Schwarz, under date of 
April 24, 1933, was presented to the United States Patent Office 
for record. At the time the same was presented for record it was 
found that the assignment was not in the form prescribed by the 
statute in that it purported to be an assignment of the trade-mark 
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only, without an assignment of the business and good-will of United 
Razor Blade Corporation. Thereupon the attorney for Katherine 
Schwarz, without any further action upon the part of said corpora- 
tion, changed said original assignment by adding in ink thereon the 
words “together with the good-will of the business in which the mark 
is used,’ and after such amendment the assignment was recorded 
in the United States Patent Office. 

Counsel for plaintiffs urge that since the United States Patent 
Office recorded the assignment from United Razor Blade Corpora- 
tion to her, this record title in her name constitutes prima facie 
evidence of her ownership of this trade-mark. 

It may be conceded that the record does constitute prima facie 
evidence of the ownership of the trade-mark by Katherine Schwarz, 
but the record in this case very clearly, we think, overrides this 
prima facie showing of title, and, from the evidence introduced in 
this case, it is quite clear to this court that, at the time United Razor 
Blade Corporation executed its assignment of the trade-mark in 
question to Katherine Schwarz, said corporation did not sell and 
convey to Katherine Schwarz its business and good-will, and we find 
and hold that such assignment in gross and separate from the busi- 
ness and good-will of United Razor Blade Corporation was null 
and void. The record discloses that this assignment from United 
Razor Blade Corporation to Katherine Schwarz was executed in 
duplicate, and one of these duplicate copies is admitted in evidence, 
showing that the trade-mark alone was the subject of the assign- 
ment, without the business and good-will, and the record further 
discloses the fact that United Razor Blade Corporation did not 
acknowledge this assignment to Katherine Schwarz after the same 
had been amended by the attorney in Washington so as to incorporate 
therein the words “together with the good-will of the business in 
which the mark is used.” Such acknowledgment is required by the 
pertinent provisions of the Act of February 20, 1905. 

In support of such finding by this court we refer to the pertinent 
provisions of the Act of February 20, 1905, as follows: 


Section 90. Assignments. Every registered trade-mark, and every mark 
for the registration of which application has been made, together with the 
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application for registration of the same, shall be assignable in connection 
with the good-will of the business in which the mark is used. Such assign- 
ment must be by an instrument in writing and duly acknowledged accord- 
ing to the laws of the country or state in which the same is executed; any 
such assignment shall be void as against any subsequent purchaser for a 
valuable consideration, without notice, unless it is recorded in the Patent 
Office within three months from date thereof. The commissioner shall 
keep a record of such assignments. U.S.C. A., Title 15, Section 90. 


Under this section, a trade-mark registered under the act cannot 
be assigned unless the good-will is also transferred, and an assign- 
ment of the trade-mark confers no rights on the assignee if the as- 
signor continues to sell the same article, although under a different 
name. Eiseman v. Schiffer (C. C., N. Y.), 157 F. 478. 


1. A trade-mark or name cannot be assigned, except in connection with 
the transfer of the particular business in which it has been used, with 
its good-will, and for continued use upon the same articles or class of 
articles. Carroll v. Duluth Superior Milling Co. (Minn., 1916), 232 F. 675, 
146 C. C. A. 601 [6 T.-M. Rep. 395]. 


There is no such thing as conveyance of trade-mark in gross, but 
it must as matter of law be appurtenant to a business. Bulte v. 
Igleheart Bros. (Ind., 1905), 187 F. 492, 70 C. C. A. 76; Inde- 
pendent Baking Powder Co. v. Boorman (C. C., N. J., 1910), 175 
F. 448; President Suspender Co. v. MacWilliam (D. C., N. Y., 


1916), 288 F. 483, affirmed (C. C. A., 1916), 238 F. 159 [7 T.-M. 
Rep. 103], certiorari denied; MacWilliam v. President Suspender 
Co. (1917), 37 S. Ct. 399, 243 U. S. 686, 61 L. Ed. 941; Baldwin 
Co. v. R. S. Howard Co. (D. C., N. Y., 1916), 233 F. 489 [6 T.-M. 
Rep. 310], affirmed (C. C. A. 1916), 2388 F. 154 [6 T.-M. 
Rep. 535]; Allen v. Walker & Gibson (D. C., N. Y., 1916), 235 
F. 230 [6 T.-M. Rep. 496]; Coca-Cola Bottling Co. v. Coca-Cola 
Co. (D. C., Del., 1920), 269 F. 796 [11 T.-M. Rep. 1384]; In re 
Leslie-Judge Co. (C. C. A., N. Y., 1921), 272 F. 886 [11 T.-M. 
Rep. 251], certiorari denied; Green v. Felder (1921), 41 S. Ct. 
625, 256 U. S. 704, 65 L. Ed. 1180; Col. W. F. Cody Historical Pic- 
ture Co. v. Colonial Amusement Co. (D. C., Colo., 1922), 284 F. 
873 [18 T.-M. Rep. 185]; Morand Bros. v. Chippewa Springs 
Corp. (C. C. A., Ill., 1924), 2 F. (2d) 287 [15 T.-M. Rep. 303], 
certiorari denied ; Chippewa Springs Corp. v. Morand Corp. (1925), 
45 S. Ct. 229, 267 U. S. 592, 69 L. Ed. 803; The Fair v. José 
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Morales & Co. (1899), 82 Ill. App. 499; Smith v. Yost (1919), 
125 N. E. 78, 72 Ind. App. 628 [10 T.-M. Rep. 33]; Grossman v. 
Griggs (1904), 71 N. E. 560, 186 Mass. 275; Wiltberger v. Walker 
(1883), 8 O. Dec. (Rep.) 588, 9 Wkly. L. Bul. 42; Holley Milling 
Co. v. Salt Lake § Jordan Mill & Elevator Co. (1921), 197 P. 781, 
58 Utah 149. 


A trade-mark being a mere device to secure to one the benefits of the 
good-will attaching to his business, it cannot exist apart from such good- 
will. Accordingly, when the business and good-will become extinct, the 


trade-mark dies also. . . .It follows that trade-marks cannot be assigned 
except for use in the same way and for the same purpose as that for which 
the trade-mark was originally adopted. . . . Hence, it is held that a trade- 


mark cannot be assigned except in connection with the particular business 
in which it has been used, and for continued use upon the same article or 
class of articles which it was first applied to and used upon by its original 
adopter. ... (A) trade-mark cannot be sold as an absolute right disas- 
sociated from any particular business or goods. 28 American & English 
Encyclopedia of Law (2nd ed.), 399, 400, 404. 

From the evidence in this case it is noted that, after the assign- 
men of the trade-mark by United Razor Blade Corporation to Kath- 
erine Schwarz, said United Razor Blade Corporation continued to 
engage in the business of selling razor blades by the use of the same 
trade-mark until the date of the dissolution of said corporation. 


2. An assignment of a trade-mark . . . . unaccompanied by the business 
or good-will in which the trade-mark had been used, is ineffectual for any 
purpose except as evidence of an abandonment of the mark by the assignor, 
and confers upon the assignee no exclusive right to its use. Sauers Milling 
Co. v. Kohlor Flour Mills Co. (1913), 39 App. D. D. 535 [3 T.-M. Rep. 194]. 

3. Transfer of trade-mark without transfer of good-will and business 
in connection with which mark has been established is void. Lindner Co. 
v. Myrod Shoe Co., et al., 380 App. 182, 175 N. E. 879. 

But it is claimed on behalf of the plaintiffs in this case that, after 
the assignment by United Razor Blade Corporation (old company) 
to Katherine Schwarz of the trade-mark in question, the use of this 
mark by the assignor thereafter until the dissolution of the corpora- 
tion was by the permission of Katherine Schwarz, and it is further 
claimed that the use of this trade-mark by Louis Schwarz Corpora- 
tion was with the permission of Katherine Schwarz in the nature of 
a license which could be terminated by her at any time, and that she 


had the right to take back to herself exclusively the use of the trade- 
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mark after Louis Schwarz Corporation made its assignment for the 
benefit of its creditors. We have been cited to no case holding that 
a license of a trade-mark is valid in the absence of a transfer of the 
business and good-will of the licenser. As authority for the proposi- 
tion contended for by counsel for plaintiffs to the effect that a per- 
son who acquires a trade-mark may license the use of such mark, and 
on the termination of the license will again acquire the right to as- 
sume its use, we are cited to the case of Lawrence-Williams Co. v. 
Société Infants Gombault et cie (C. C. A. 6th), 22 F. (2d) 512 
[22 T.-M. Rep. 39]. 

An examination of this case does not bear out the claim made by 
counsel for plaintiffs. It is specifically stated in the opinion: 


Before entering into the first contract, the plaintiff had been selling 
its liniment in this country under the name “Gombault’s Caustic Balsam.” 
The defendant contends . . . . that the product had not at that time 
become identified with the name upon the markets of the country... . 
We think the status of plaintiff's business when the first contract was 
made was such as entitled it to the exclusive use of the name in the selling 
of a caustic balsam liniment. .. . 

Nor was there an assignment or abandonment of the name. . . . Con- 
trarily there was, we think, a definite understanding between the plaintiff 
and the defendant that the name should belong to the plaintiff. 


In the case under consideration by this court, we have no evidence 
of any contract or agreement between Katherine Schwarz and 
United Razor Blade Corporation (old company) whereby said 
corporation was authorized to use this trade-name from the date of 
the assignment to the date of its dissolution, nor is there any evidence 
of an agreement or contract between Katherine Schwarz and Louis 
Schwarz Corporation whereby Katherine Schwarz granted to that 
corporation the right to use this trade-mark. 

It has been clearly held in Checker Cab Mfg. Corporation v. 
Green Cab Co. (C. C. A. 6th), 35 F. (2d) 631 [20 T.-M. Rep. 20] 
(affirming 27 O. L. R. 235): 


Such retention of rights in operation and continued control of a trade- 
mark could be preserved, if at all, only by express provision in the original 
contract, which provision the parties here have seen fit to omit. 


But let us assume that the transfer of this trade-mark from 
United Razor Blade Corporation (old company) to Katherine 
Schwarz operated as a valid transfer thereof disconnected with any 
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business or the good-will of any business. It seems clear to us that 
when Katherine Schwarz and her daughters incorporated the firm 
of Louis Schwarz Corporation and authorized Louis Schwarz Cor- 
poration to use this trade-mark in its business in the absence of any 
express provision in the contract whereby the trade-name was to 
revert to Katherine Schwarz at any particular time, then and in that 
situation Louis Schwarz Corporation became the owner of this 
trade-mark with the right to use the same in connection with its 
razor blade business, and when Louis Schwarz Corporation made an 
assignment of its business and stock of goods to the assignee for the 


benefit of its creditors, and that assignee sold and conveyed all of 


this stock of goods and merchandise, together with the business and 
good-will of Louis Schwarz Corporation, with the right to use the 
name “successors to Louis Schwarz Corporation,” this trade-mark 
thereby passed to The Akron Drug and Sundries Company. 


1. A trade-mark cannot be assigned or its use licensed, except as in- 
cidental to the transfer of the business or property in connection with 
which it has been used. Mayer Fertilizer §& Junk Co. v. Virginia-Carolina 
Chemical Co. (1910), 35 App. D. C. 425. 


There is no evidence in the record that Katherine Schwarz, as an 


individual, ever used the trade-name “United Blades,” either in the 
business of manufacturing or selling razor blades. She testifies 
that she was the majority stockholder in the Louis Schwarz Cor- 
poration, and one of its officers. From the record it seems clear to 
this court that Louis Schwarz Corporation was organized by her and 
her associates for the particular purpose of using this trade-mark in 
connection with its business of selling drugs and razor blades. 
Ethel Schwarz, a witness for plaintiffs, testifies that Louis 
Schwarz Corporation was selling these blades exclusively and no 
one else was selling them. Louis Schwarz Corporation had trucks 
which it used in its business, upon which trucks the same trade- 
mark was exhibited in connection with a razor blade. Ethel Schwarz 
further testified that the agreement between her mother and the 
Louis Schwarz Corporation, permitting that corporation to make use 
of the trade-mark and sell these blades, was not in writing, but was 
by “word of mouth.”” While this witness testifies that her mother 
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licensed the Louis Schwarz Corporation to use the trade-mark, 
neither she nor any other witness testifies that Katherine Schwarz 
had any business which was transferred with the license, or that the 
right to use the trade-mark was to revert to Katherine Schwarz at 
any time. 

In making our finding in this case we have noted from the reply 
filed by plaintiffs to the answer of The Akron Drug and Sundries 
Company the following averment: 


Further replying to said answer, plaintiffs admit that said label was 
used by others than the plaintiffs, but that the use of said label by others 
than the plaintiffs was with the knowledge and consent of the plaintiff 
Katherine Schwarz. 

It seems apparent that the value of a trade-mark consists in the 
right to the exclusive use thereof in connection with the business of 
the owner thereof, and in the absence of averment and proof by 
Katherine Schwarz that the use of this trade-mark by others than the 
plaintiffs was granted to such others in connection with some busi- 
ness of the owner of the trade-mark, is in itself sufficient to defeat 
plaintiffs’ right to injunctive relief in this case, especially in view 
of the fact that no showing is made in the record that the right to 
the trade-mark was to revert to said Katherine Schwarz at the 
termination of the period for which the license was granted. 

The record discloses that The Akron Drug and Sundries Com- 
pany, after its purchase of the stock of goods and good-will of 
Louis Schwarz Corporation, proceeded to place orders with the 
same manufacturer of razor blades as had formerly manufactured 
the same for the various corporations which had used this trade- 
mark. There is no evidence in the record that the blades manufac- 
tured or sold by The Akron Drug and Sundries Company were of 
inferior quality to those formerly sold under this trade-mark. 

Our conclusion, from a consideration of the evidence in this case, 
is that no showing of unfair competition on the part of defendants 
has been made; and as there has been no hearing on the cross-petition 
of The Akron Drug and Sundries Co., we make no comment with 
reference to the claim that plaintiffs have been guilty of unfair com- 
petition in connection with the trade-mark in question. 
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It would be inequitable and unfair to permit plaintiffs to prevail 
in this lawsuit by the issuing of an injunction against the defendant 
The Akron Drug and Sundries Company, which purchased the busi- 
ness and assets, including the good-will, of Louis Schwarz Corpora- 
tion. The record does not disclose any evidence warranting the 
granting of relief to plaintiffs, or either of them, as against any of 
the defendants. 

The injunctive and equitable relief prayed for by the plaintiffs 
is denied, and their petition is dismissed, at their costs. 


Funk, P. J., and Wasusurn, J., concur. 


Winturop Cuemicat Co., [Nc. v. Jacop BLuackMan, Jutius Biack- 
MAN, THEODORE A. BLACKMAN AND BLackMAN & BLacKMAN, 
Inc. 


New York Supreme Court, Appellate Division, First Department 


February 7, 1936 


Trape-Marks anp Unrairn CompeTiTionN—NaME oF PaTeNnTED ARTICLE— 
Rieut or Use. 

In the case of a patented article the patent of which has expired, the 
use of the patented name upon another’s products is permissible only 
where no other term would give it meaning to the public. 

Trape-Marks AND Unratr ComMPETITION—“VERONAL” AND “PROTARGOL” ON 
PHARMACEUTICAL Propucrs—Non-Descriptive Terms—SeconpDARY 
MEANING. 

Where plaintiff was the first to adopt the words “Veronal” and 
“Protargol” as trade-marks for pharmaceutical products, the subsequent 
use of these terms by defendants held calculated to deceive the public, 
particularly as the said names are non-descriptive and have acquired a 
secondary meaning indicating plaintiff's products exclusively. 


In equity. Appeal by defendants from an interlocutory judg- 


ment of the Supreme Court, New York County. Affirmed. For 
decision below, see 24 T.-M. Rep. 106. 


M. Kirschstein, of New York City, for appellant. 

Louis Boehm, of counsel (Gabriel Rubino and S. C. Stember with 
him on the brief; Boehm §& Zeiger, Edward S. Rogers and 
James F. Hoge, all of New York City, for respondents. 
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Before Joun V. McAvoy, Atrrep H. Town ey, Epwarp J. 
GLENNON, Irwin UNTERMYER, and Epwarp S. Dore, JJ. 


McAvoy, J.: The proof at the trial established the plaintiff's 
contention that the use of the terms “Veronal” and “Protargol’’ in 
either method employed by defendants was calculated to deceive 
the public and permit sales of defendants’ products as though they 
were the output of plaintiff. As to the products “Theobrominal,’ 
‘“Aristol” and “Kre-O-Minal,” we all agree that the plaintiff's rights 
are infringed by defendants’ user, dissent is expressed only as to 
the use of the terms “Veronal” and “Protargol.” 

The names “Veronal” and Protargol” are not descriptive words 
or generic terms solely identifying the drugs in question. They 
represent in effect, in their secondary meaning in the trade, products 
of plaintiff which it is entitled to use exclusively, even after a 
patent has expired, since the other terms have throughout the 
patent period been applied to the products in question. There may 
be instances where an arbitrary name may so identify an article that 
no other term is its equivalent, but all of these remedies have chemi- 
cal names apart from their proprietary designations by which they 
may be purchased and purveyed to the medical profession, by whose 
members they are usually ordered and prescribed. 

It seems to us that the practice of using the words “introduced 
as” or “equivalent of,’ followed by the plaintiff's trade-marked 
name, is designed to foist the defendants’ product on the buyer with- 
out any necessity of so doing in the interest of the public to prevent 
monopoly. The cases in which a patent’s expiry permits the use of 
the patented name on another’s product apply only where no other 
term would give it meaning in the public domain. Our conclusion is 
that the plaintiff was properly granted an injunction and an account- 
ing against both the corporate body and the individual defendants 
since the latter participated actively in the wrong and were liable 
as joint actors for carrying out the plan of infringement to the 
detriment of plaintiff. 


The judgment appealed from should therefore be affirmed with 
costs. 





150 TWENTY-SIX TRADE-MARK REPORTER 


Town Ley, GLENNON and Dore, JJ., concur. 


Unrermyer, J. (dissenting in part): I am inclined to concur, 
though with some hesitation, in the conclusion that the judgment 
should be affirmed in so far as the use by the defendant of the names 
“Theobrominal,” ‘““Kre-O-Minal” and “‘Aristol” are concerned, none 
of these products ever having been patented. I entertain serious 
doubt concerning the propriety of enjoining the defendants from 
selling their Diethylbarbituric Acid (contracted into “Barbital’’) as 
“Veronal” or their Silver Proteinate as “Protargol” for the reason 


that these compounds were protected by patents and might, there- 


fore, fall within the rule expressed in Singer Mfg. Co. v. June Mfg. 
Co., 168 U. S. 169, followed or applied in Centaur Co. v. Heins- 
further, et al., 84 Fed. 955; Horlick’s Food Co. v. Elgin Milkine 
Co., 120 Fed. 264; Linoleum Mfg. Co. v. Nairn, 7 Ch. Div. 834 
(1878) ; Hostetter, et al. v. Fries, et al., 17 Fed. 620; DeLong Hook 
5 Eye Co. v. American Pin Co., 200 Fed. 66; Amiesite Asphalt Co. 
of America v. Interstate Amiesite Co., 4 Fed. (2nd) 504, affirmed 72 
Fed. (2nd) 946 [23 T.-M. Rep. 411]; Yale §& Towne Mfg. Co. v. 
Ford, 208 Fed. 707; National Biscuit Co. v. Kellogg Co. [25 
T.-M. Rep. 102]; Jaffe v. Evans § Sons, Ltd., 70 App. Div. 
186; Wilcox § Gibbs Sewing Machine Co. v. Kruse §& Murphy 
Mfg. Co., 14 Daly 116. See also Nims on Unfair Competi- 
tion, 8rd Ed., page 545; American & English Encyclopaedia of 
Laws, Vol. 26, 1st Ed., page 316. I am, however, not prepared to 
dissent in this respect because it may be contended that the question 
presented involves to some extent controverted issues of fact upon 
which the determination of the trial court ought not to be disturbed. 

I dissent from what appears to me to be the more important 
principle that the defendants may not, in offering these two products 
to the public, represent that in chemical composition they are equiva- 
lent to “Veronal” and “Protargol.” In this connection it is to be 
remembered that the defendants are not selling these two products 
as “Veronal” or “Protargol.” The precise form in which they sell 
the former is “Barbital (introduced as Veronal)” and the latter 
“Silver Proteinate (introduced as Protargol),” preceding and fol- 
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lowing these with the characteristic name under which the de- 
fendants’ products are sold. Instead of “Introduced as Veronal” 
the defendants have sometimes used the phrase “Veronal Equiva- 
lent” as indicating that the “Barbital’” which they sell is of the 
same composition as ‘‘Veronal.”’ 

The trial court has enjoined all these practices and has included 
in the judgment a provision restraining the defendants from using 
not only the phrase “Introduced as Protargol’’ and “Introduced as 
Veronal,” but also the phrase ““Veronal Equivalent,” “or any phrase 
similar thereto” upon any of the defendants’ labels or in any of their 
advertising matter. The effect of this is to prevent the defendants 
from competing with the plaintiff by any statement to the public that 
their products, though sold at lower prices than the plaintiff’s, are 
the same in composition. It is particularly from the affirmance of 
so much of the judgment appealed from that I dissent. 

I know of no principle of law or commercial honesty which 
prevents a manufacturer from representing his product to be “as 
good as” or “equivalent to” the product of another, provided he does 
not misrepresent the source or origin of manufacture. Such deci- 
sions as I am able to find fully sustain this statement of the rule. 
(Prestonettes, Inc. v. De Spotturno Coty, 264 U. S. 359 [12 T.-M. 
Rep. 405]; Irvings Yeat Vite, Ltd. v. Horsenail, 51 R. P. C. 110, 
decided by the House of Lords; Fairbanks v. Jacobus, 14 Blatch. 
337.) In the case first cited it was said “When the mark is used in 
a way that does not deceive the public, we see no such sanctity in the 
word as to prevent its being used to tell the truth. It is not taboo.” 
In the present case and in many similar cases which are certain to 
arise this question assumes great importance, because “Veronal” and 
“Protargol” were protected by patents, which, of course, precluded 
all competition by others for a long period of time. Under the 
protection of those patents the plaintiff was afforded an opportunity 
to popularize the names “Veronal” and “Protargol” in connection 
with the chemical compounds which are offered for sale. It is 
hardly to be imagined that the public knew or will ever know that 
“Veronal” is diethylbarbituric acid and that “Protargol’ is Silver 
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Proteinate. Consequently, on the expiration of such patents no 
manufacturer can compete with the plaintiff, unless he may at least 
inform the public that his product, though manufactured by a dif- 
ferent firm, in chemical composition is the same as the product which, 
thertofore manufactured under the protection of patent, has become 
generally known by a particular name. Why then should he not be 
able to disclose the fact that the properties of the product which he 
places on the market are equivalent to the properties of the product 
which has been manufactured by a competitor under a different 
name? If he may not do this, then for all practical purposes the 
patent right becomes perpetual wherever the patentee has designated 
his product by any arbitrary name. 

The defendants have attempted to inform the public that the 
products “Barbital” and “Silver Proteinate’” manufactured by them 
are the same in composition as the plaintiff's ‘“Veronal’’ and 
“Protargol,” by the statement that these drugs were “Introduced 
as Veronal” and “Introduced as Protargol.’”’ This form of state- 
ment appears to have been initiated by the Federal Trade Commis- 
sion during the war with Germany, when “Veronal,” originating in 
Germany, was seized and licensed to be sold by the United States 
Government. None the less there may be some danger of confusion 
in this form of statement, because some purchasers may assume that 
“Barbital” had been “Introduced as Veronal” by the present manu- 
facturers of “Barbital.”” There can be no confusion, however, in 
the statement that “Barbital” is a “Veronal Equivalent,’ as con- 
cededly it is. I perceive no reason, therefore, to enjoin the defend- 
ants from the sale of “Barbital” or “Silver Proteinate” coupled on 
their labels or in their advertising material with the statement that 
it is the equivalent of “Veronal” or “Protargol,’ or with words of 
similar import. To that extent I dissent from the decision of this 
court. 

I also dissent from so much of the decision of this court as directs 
an accounting by the individual defendants by whom the products 
were not sold. 

The judgment should be modified accordingly. 
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GrirFin Manuracturinc Company, Inc. v. Gotp Dust Corp. 


New York Supreme Court, Appellate Division 
(27 U.S. P. Q. 334) 


November 1, 1935 


Unrair CompetiTion—Trave SecreTs—PLeapING AND PRorecTIon. 

As secret processes constitute a property right, their owner cannot 
be compelled to disclose them in litigation, except in case of urgent 
necessity, and then only under reasonable protection against disclosure. 
The examination of owner before trial is not in keeping with such 
procedure. 

Unrar CompetTiTion—TRapve SEcRETS. 

Plaintiff alleged that defendant employed one, Warburton, eleven 
years after he left plaintiff's employ, and conspired with him to obtain 
and use plaintiff’s trade secrets. The defendant, Gold Dust Corpora- 
tion, alleged that it uses its processes independently developed by War- 
burton after he left plaintiff's employ. In examination before trial, 
plaintiff may not demand that defendant’s employees give up its secret 
formula, but must first prove conspiracy. However, plaintiff may inquire 
whether defendant, since employing Warburton, put on the market a 
new product competing with the plaintiff's product, and if so, may 
inquire as to the formulas for comparison with plaintiff's formulas, but 
only on condition that plaintiff disclose the latter. 


In equity. Action for alleged unfair competition in the use of 


trade secrets. Separate appeals by defendant, Warburton and by 
the two corporate defendants from an order of the Supreme Court, 
Special Term, granting plaintiff's motion for an examination of the 
defendant before trial and for discovery and inspection of certain 
documents. Order modified and as modified, affirmed. 


E. H. Sykes, of New York City, for appellants. 

Carl L. Libby, of New York City, for appellant. 

Evert W. Bovard (Jerome A. Peck, with him on the brief) both 
of New York City, for the respondent. 


Before Lazansky, P. J.; Scupper, Tompkins, Davis and Joun- 
sTON, JJ. 

Davis, J.: The plaintiff in this action seeks an injunction to 
restrain the unfair and unlawful competition of the corporate de- 
fendants, alleging, in brief, that it is the owner of secret processes 
and formula used in the manufacture of what it calls its No. 4 shoe 
paste or professional paste, and that the corporate defendants, being 
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engaged in a similar business, have conspired with defendant War- 
burton, a former employee of plaintiff, to obtain and use these secret 
processes and formula to manufacture a shoe paste similar to or 
identical with that manufactured by plaintiff and sell it to the trade 
in competition with the plaintiff. It is alleged that thereby the 
plaintiff has suffered irreparable damage through its loss of cus- 
tomers and the loss of its business. 

It is further alleged that between 1916 and 1919 Warburton, a 
chemist, was in the employ of plaintiff, and became familiar, in his 
confidential relations with plaintiff, with all the secret processes and 
trade secrets which the plaintiff used in the manufacture of this No. 
4 shoe paste, and that it was agreed that he should keep such in- 
formation secret. In 1930 Warburton was employed by the cor- 
porate defendants and was paid $1,000 or other valuable considera- 
tion to disclose the secret formula or secret processes of the plaintiff 
to the defendants, so that they might make a product similar to that 
of plaintiff, and that Warburton had wrongfully made copies of this 
formula and processes which enabled him to obtain the consideration 
and employment. 


The defendants by their answers, admitting the employment of 


Warburton, deny the communication and use of the formula and 
processes and the facts stated in respect to unfair competition. 

The plaintiff has obtained an order for the examination of the 
corporate defendants, through certain officers and employees, and 
of defendant Warburton, and for discovery and inspection of certain 
books, records, correspondence and other documents. The corporate 
defendants on this appeal challenge the right of the plaintiff to have 
such examination, particularly in respect to certain items, and the 
discovery and inspection of documents. 

Defendant Warburton denies that he has communicated the 
plaintiff’s secret processes to the corporate defendants, and says that 
the formula and processes he has communicated to the corporate de- 
fendants are not those of the plaintiff, but some that he acquired as 
a result of experimentation after he left the employ of plaintiff. 
He does not seriously object to being examined by the plaintiff in 
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respect to the charge of conspiracy and the communication of any 
secret processes that he acquired while employed by plaintiff. 

The items for examination numbered 3 and 4 in the order are 
the principal subjects of attack here. In brief, the defendants are to 
be examined concerning “the processes, formulae, methods, type of 
machinery and the nature of the materials” used by the corporate 
defendants prior to the fall of 1930, “with reference to the manu- 
facture of any shoe paste or professional paste which was offered by 
said defendants as substantially equivalent to and for the same pur- 
pose as No. 4 shoe paste or professional paste of the plaintiff, and 
on the same subjects in 1930 and subsequent thereto. 

It is obvious that such an examination will compel the corporate 
defendants to disclose their own secret processes as a matter of com- 
parison with the undisclosed processes and formula of the plaintiff's 
product. These processes represent a property right, and the owner 
will not be compelled to disclose them in a litigation except in cases 
of urgent necessity (Drake v. Herrman, 261 N. Y. 414, 417), and 
then only under such protection of secrecy as may be furnished 
(Meyer Bros., Inc. v. Higgins, 282 App. Div., 783; American Seal- 
Kap Corp. v. Smith Lee Co., Inc., 154 Misc., 176). The examina- 
tion of a party under the provisions of article 29 of the Civil Prac- 
tice Act is to a large extent without supervision of a court or officer 
in respect to the questions to be asked and the objections that might 
be made thereto, and freedom of inquiry is practically unrestrained. 


It is difficult under such circumstances to protect a party in respect 
to the secrecy of his disclosures. The testimony is taken down by a 


stenographer, and there is nothing to prevent any person present 
from taking notes either of the statement of the witness or the con- 
tents of the documents produced for inspection. 

The plaintiff must first establish the existence of a conspiracy 
and the disclosure of its secret processes by Warburton to the cor- 
porate defendants for a consideration. We must have in mind that 
eleven years have elapsed between the termination of Warburton’s 
employment by plaintiff, during which employment he acquired the 
trade secrets, and the time of the alleged communication thereof to 
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the corporate defendants for the purposes of unlawful competition. 
A part of the examination of all three defendants relates to this al- 
leged conspiracy in respect to the communication of the secret 
processes and formula. If Warburton’s employment by the cor- 
porate defendants was based on his later experimentation and the 
development of new processes then the plaintiff has no cause of ac- 
tion. Unless the main charge of conspiracy is established the plain- 
tiff has no right to inquire into the secret processes of the corporate 
defendants. Every effort should be made to protect their secret 
processes until it is clear that there has been an unlawful conspiracy. 

The examination of Warburton and the two corporate defendants 
may proceed on these subjects of conspiracy as outlined in the items 
contained in the order in respect thereto; but the defendants are 
entitled to protection until it is reasonably clear that there is a con- 
spiracy. To that end the items numbered 3 and 4 will be struck out 
and in lieu thereof the following will be inserted: 


Whether or not the corporate defendants have manufactured and placed 
on the market for sale in competition with the plaintiff's No. 4 shoe paste 
or professional paste any new or different shoe paste or professional paste 
since the employment by the corporate defendants of defendant Warburton, 
and, if so, the nature and materials of such paste and the source or origin 
of the formule, methods, and type of machinery used in the manufacture 
thereof. If it be established by the examination that a new product has 
been put on the market in competition with plaintiff’s No. 4 paste, and the 
plaintiff on the examination discloses the formule, processes, methods and 
type of machinery used in the manufacture of its paste, then, for the pur- 
poses of comparison, the defendants and their officers may be examined 
fully as to the formule, processes, methods and type of machinery used by 
them in the manufacture of such new product. 


The order must be further restricted in respect to the papers and 
documents ordered to be produced by the defendants on the exami- 
nation. The books, records and other documents which the de- 


fendants are required to produce on the examination in respect to 
the secret processes shall be used only for the purpose of refreshing 
the recollection of the witnesses and shall not be subject to inspec- 
tion by the plaintiff until it has been established that the secret 
processes of plaintiff have been disclosed. The books, letters and 
documents relating to the employment of Warburton, as provided in 





MORRIS PREST, ET AL. V. SAM STEIN 157 


the order, do not fall within this restriction, and plaintiff shall have 
the right to make examination thereof. 

It is impossible to foresee what the developments will be during 
the examination. The scope of the examination and the right to 
make inspection will naturally be limited or widened in respect to the 
the proof developed on the subject of the communication by de- 
fendant Warburton to the corporate defendants of the secret 
processes and formula of the plaintiff. The parties should have 
leave to apply to the court at Special Term, during the examination, 
to limit or extend the scope of the examination in accordance with 
the facts developed. 

The appellant corporations complain that the form of the order 
as to the officers and employees to be examined may compel them to 
bring officers from the manufacturing plant of one of them in In- 
dianapolis. Chiefly, its officers are in or about New York City. If 
in good faith it produces officers near at hand, familiar with the facts, 
and its books as required, whereby the facts concerning the alleged 
conspiracy may be obtained, it will not be required to supplement 
that proof by the examination of officers from a distant state. 


The order should be modified in accordance with this opinion, 
and as modified affirmed, without costs. 


Morris Prest, ET AL., co-partners, doing business as State CiGar 
Company v. Sam STEIN 


Wisconsin Supreme Court 


February 4, 1936 


Trape-Marxs—Use or Presipents Name as Trape-Mark—“Franxuin D. 
RoosevEtT” on Cicars—Ricut To Use. 

Held that the trial court was in error in holding that defendant’s use 
of the President’s name and portrait as trade-mark for his cigars was 
unlawful, the prohibition in such cases referring only to the right to 
register such indicia as a trade-mark. 

Unram CompetitTion—Svuits—Recovery or Damaces. 

The violation by the defendant of an injunction in an unfair competi- 
tion proceeding held not to defeat his right to recover from the plaintiff 
such damages as he had sustained. 


On appeal from a judgment of the Circuit Court for Milwaukee 
County in an unfair competition proceeding. Reversed. 
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George J. Graebner, and Wallace Hahn, both of Milwaukee, 
Wis., for respondents. 
Sanville §& Cohn, of Milwaukee, Wis., for appellant. 


Appeals from a judgment and order of the Circuit Court for 
Milwaukee County: Joun C. Kuieczka, Circuit Judge. Reversed. 


This action was begun by plaintiffs on June 10, 1933, against 
the defendant to enjoin the defendant from selling cigars known as 
“Franklin D. Roosevelt’’ cigar, on the ground that the same con- 
stituted unfair trade practice by reason of which the plaintiffs had 
sustained damage. The defendant answered. Upon hearing, a 
temporary injunction was issued on July 17, 1933, and a bond given. 
Upon the trial of the action, the court found that the plaintiffs had 
no legal right to the use of the President’s name for advertising pur- 
poses and for that reason could not recover; the competition of the 
defendant was not unlawful; dissolved the temporary injunction 
and held that “if the court should hereafter determine, upon proper 
proceedings therefor, that the defendant has sustained damage by 
reason of the issuance of said temporary injunction then the amount 
thereof, that the court may find and determine, may be inserted and 
added at the foot of the judgment entered in this action.” 

Pursuant to an order for judgment, a judgment was entered ac- 
cordingly on February 5, 1935. After the entry of judgment, the 


defendant moved for a hearing upon the question of damages. Upon 
the matter being brought on for a hearing, plaintiff’s counsel ob- 


jected to any evidence being taken upon the question of damages on 
the ground that the defendant did not come into court with clean 
hands; on the further ground that defendant should not be allowed 
to recover damages, having been enjoined from doing that which 
he had no legal right to do; and upon the further ground that the 
defendant as a matter of law was not entitled to recover any damages. 

Upon the hearing, it was stipulated by the parties that, on and 
after August 5, 1933, the defendant used the portrait of Franklin 
D. Roosevelt, together with the portrait of John N. Garner under 
the name of “Democratic Victors.’”’ The court found that such use 


of the President’s name was a violation of the injunctional order and 
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found and adjudged that the objection of the plaintiffs should be 
sustained; that the defendant had sustained no damage; dismissed 
the defendant’s application and cancelled the bond given upon the 
issuance of the temporary injunction. The defendant appeals from 
this order and the judgment denying him damages. 


Rosenserry, C. J.: The trial court was of the view that be- 
cause sec. 85 of Title 15 of the United States Code Annotated 
provides that no portrait of a living individual can be registered as a 
trade-mark, the plaintiffs could not for that reason be permitted to 
use the portrait of a living individual as a trade-name and could not 
enjoin the use of the President’s portrait and name by the de- 
fendant. Upon the same consideration the trial court was of the 
view that the defendant had no right to use the President’s name 
and portrait as a trade-name; that such use was wrongful and be- 
cause wrongful, the defendant was deprived of no legal right when 
he was enjoined from using it and therefore sustained no damage. 
The temporary injunctions enjoined the defendant “from preparing, 
putting up, selling, manufacturing and offering for sale any cigars 
in connection with which are used the name and/or picture of Frank- 
lin D. Roosevelt upon boxes, labels or bands’’ etc. 

If the use of the President’s name and portrait by the defendant 
was not wrongful and unlawful, manifestly the defendant is en- 
titled to recover from the plaintiffs and their surety any damage sus- 
tained by him by reason of the issuance of the temporary injunction 
unless the violation of the injunction bars the defendant from re- 
covering his damages. 

It is considered that the trial court was in error in holding that 
the use of the President's name and portrait by the defendant was 
wrongful and unlawful. From a consideration of the language of 
the United States Code already quoted it is apparent that it applies 
to nothing but the right to register a trade-mark. At common law 
the use of the name and photograph of another for advertising pur- 
poses was not unlawful, see Henry v. Cherry, R. I. 73 Atl. 97, 24 
L. R. A. (N. S.) 991 and cases cited in note. A different view 
prevails in some jurisdictions. See Kunz v. Allen, 102 Kan. 883, 
172 Pac. 582, L. R. A. 1918 D 1151. See also note, 14 A. L. R. 
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295, Schuyler v. Curtis, 147 N. Y. 434, 31 L. R. A. 286. Apparently 
there is no federal statute securing to an individual the right to the 
exclusive use of his name and photograph. Wisconsin has no such 
statute. In the absence of such a statute it was not unlawful for the 
defendant to use the name and portrait of the President for advertis- 
ing purposes. The fact that it is in poor taste and shocks our sense 
of propriety that the name and portrait of the chief magistrate of 
the nation should be so used does not make it illegal and unlawful. 

It is considered that the contention of the plaintiffs that the 
defendant forfeited his right to damages under the bond because he 
violated the injunctional order cannot be sustained. No case is 
cited to our attention where it has been so held and we find none. In 
Colcord v. Sylvester, 66 Ill. 540, the court having the matter under 


consideration, said: 


The condition of the bond is one thing; the service of the writ another 
and entirely different thing. By the service of the writ the party against 
whom it is directed is under the mandate of the court, which he must regard 
at his peril. We have not found a case where his disobedience has deprived 
him of his right of action on the bond. See cases cited 32 C. J. 454, sec. 786. 


Under the provisions of sec. 286.06 the judge issuing the injunc- 
tion in a case like the one at bar must require an undertaking to pay 
any damages which the defendant may sustain if the court shall 
finally decide that the plaintiffs were not entitled to an injunction. 
Section 268.07 prescribes the method of ascertaining the amount of 
the damages, if any. We perceive no ground either upon reason or 
authority on which it can be held, assuming that the defendant 
violated the injunctional order, a matter which we do not decide, that 
such violation by him defeats his right to recover his damages against 
the plaintiffs and their surety. The methods adopted by the de- 
fendant after August 5, 1933 may operate to mitigate the damages 
but do not preclude the defendant from recovering such damages as 
he has sustained. The proceedings to enforce plaintiffs’ liability on 


the bond are in the nature of an action upon contract, not a proceed- 
ing in equity. 

The judgment and order appealed from are reversed and the 
cause remanded for further proceedings. 
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Tue Cracker Jack Company v. BLianton Citrus Growers, INc. 
United States Court of Customs and Patent Appeals 
Opp’n No. 12,318 
February 17, 1936 


Trape-Marks—OpposiTiIoN—ConFECTIONERY AND FresH Crraus Frvuirs— 
Goops or Dirrerent Descriptive Properties. 
Candied popcorn and similar confections held to be of different 


descriptive properties from fresh citrus fruits. 

On appeal from a decision of the Commissioner of Patents affirm- 
ing a decision of the Examiner of Trade-Mark Interferences dis- 
missing an opposition. Affirmed. For the Commissioner’s decision, 
see 24 T.-M. Rep. 471. 


Cyril A. Soans, of Chicago, Ill., and Thomas L. Mead, Jr., of 
Washington, D. C., for the appellant. 


Lenroot, J.: This is an appeal in a trade-mark opposition 
proceeding wherein the Commissioner of Patents of the United 
States Patent Office affirmed a decision of the Examiner of Trade- 
Mark Interferences dismissing the notice of opposition filed by 


appellant upon the ground that the goods to which the respective 
marks are applied are not goods of the same descriptive properties. 
From such decision this appeal was taken. 

On March 26, 1932, appellee filed an application under the 
Trade-Mark Act of February 20, 1905, for the registration of its 
mark “Cracker Boy” applied to fresh citrus fruits. Thereafter 
appellant filed its notice of opposition to the registration of said 
mark, alleging prior registrations of the mark “Cracker Jack” as 
follows: certificate No. 28,016, March 24, 1896, certificate No. 
66,414, November 26, 1907, renewed November 26, 1927, and cer- 
tificate No. 197,337, April 14, 1925. The 1896 registration was for 
confectionery generally; the other registrations were limited to 
candied popcorn, and the last registration included the figure of a 
boy. Said notice of opposition further alleged that said mark has 


been used since 1896 upon a popcorn confection and is applied to 
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cartons containing the same; that the goods to which the respective 
marks are applied are of the same descriptive properties; that the 
marks are confusingly similar, and that appellant would be damaged 
by the registration of said mark “Cracker Boy” by appellee. 

The answer of appellee denied that the goods are of the same 
descriptive properties, and denied that its mark so closely resembles 
the mark of appellant as to be likely to cause confusion and mistake 
in the mind of the public. 

No testimony was taken in the case, but it was submitted to the 
Examiner of Trade-Mark Interferences upon a stipulation of facts 
from which it appears that appellant and its predecessor have used 
the mark “Cracker Jack” on a popcorn confection continuously 
since 1896; that said mark was registered in the United States 
Patent Office long prior to the earliest use of the mark “Cracker 
Boy” by appellee; that such confection is packed and sold in small 
cartons at a retail price of not more than five cents, and that most of 
the purchasers of the confection are children; that it is sold in 
grocery, confectionery, and fruit stores and stands, and by other 
dealers who also display and sell citrus fruits. 

The stipulation further recites that appellee sells its fruit under 
the “Cracker Boy” mark, the mark being applied to a box of citrus 
fruit eighty pounds in weight and in no smaller quantity ; that while 
it is the practice of some dealers to stamp or brand citrus fruits 
with trade-names or trade-marks, or apply the same to individual 
wrappers on the fruit, such has not been the practice of appellee. 


We would observe, however, that the application of appellee 
states: 


The trade-mark is applied or affixed to the goods, or to the packages 
containing the same by means of a printed label on which the trade-mark 
is shown. 

Appellee does not claim use of its mark prior to November 15, 
1931, so that if the goods to which the respective marks are applied 
are of the same descriptive properties, and if the marks are con- 
fusingly similar, the notice of opposition of appellant should be 
sustained. 
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In his decision the Commissioner of Patents stated: 


.... In my opinion these items do not possess the same descriptive 
properties, and do not belong to the same class. Moreover, their appear- 
ance and the method in which they are marketed are entirely dissimilar. 
The confection is sold to the consumer in small cartons to which the mark 
is applied. The fruit is displayed for sale unpackaged and unmarked, the 
label being affixed only to the large packing boxes in which shipment is 
made to the retailer. These are considerations of the utmost importance in 
resolving the question of probable confusion; and each case must be de- 


termined on its own facts... . 

In the case of The B. F. Goodrich Co. v. Clive E. Hocgmeyer, 
et al., 17 C. C. P. A. (Patents) 1068, 40 F. (2d) 99 [20 T.-M. Rep. 
205], this court, construing the terms “same class” and “‘same de- 
scriptive properties” as found in said trade-mark act, stated: 


.... the words “same class” and “same descriptive properties” were 
intended to be given a limited or an extended meaning and application, ac- 
cording to whether or not the use of identical or similar trade-marks would 
be likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers. And, of course, in this connection, the use, appearance, 
and structure of the articles, the similarity or the lack of similarity of the 
packages or containers in which the place or places where, and the people 
to whom, they were sold should be considered. 

The foregoing has become the established rule declared by this 
court and followed in many cases. Applying such rule to the facts 
before us, we have no hesitation in holding that the goods of the 
respective parties are not goods of the same descriptive properties. 
We think no one purchasing citrus fruits to which appellee’s mark 
is applied would be likely to conclude that they had the same origin 
as the popcorn confection to which appellant’s mark is applied. 
Even a child purchasing an orange with the trade-mark “Cracker 
Boy” applied to it would not be likely to conclude that the orange 
was grown or packed by appellant because of the mark “Cracker 
Jack” applied to a popcorn confection. 

We think it proper to observe that the registration of the mark 
“Cracker Jack” in 1896 was for confectionery generally. Inasmuch 
as the only claim of appellant is that its mark “Cracker Jack’’ is 
used upon a popcorn confection, and the only issue raised before the 


Patent Office tribunals and here is whether such popcorn confection 


and fresh citrus fruits are goods of the same descriptive properties, 
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we do not find it necessary to determine the materiality of said 
registration of 1896. We merely have determined the issue before 
us, vig., that a popcorn confection and fresh citrus fruits are not 
goods of the same descriptive properties. 

The decision of the Commissioner of Patents is affirmed. 


Hartrievp, J., concurs in the conclusion. 


DEcISIONS OF THE COMMISSIONER OF PATENTS 


Amendment of Disclaimer 


Spencer, F. A. C.: This is an appeal from a decision of the 
Examiner of Trade-Mark Interferences in an opposition preceeding. 
The applicant herein applied for registration of the notation “Quik- 
mix” for use on biscuit flour, and was opposed by the Hershey 
Chocolate Corporation, owner of Registration No. 281485, issued 
under the Act of 1920, disclosing the word ‘“Quikmix” for use on 
chocolate compound in the form of paste, for flavoring and the like. 

The Examiner held, first, that for certain reasons set forth in his 
decision the opposer had no standing or right to bring the opposi- 
tion proceeding and, accordingly, dismissed it. The Examiner held 
further, however, that the applicant’s notation “Quikmix,” although 
disclaimed by the applicant, constitutes the dominant feature of its 
mark and that, since it is descriptive and disclaimed, it cannot be 
registered under the Act of 1905. The opposer did not appeal 
from the holding that was adverse to it, but the applicant did appeal ; 
therefore the case as now before me is ex parte and is confined solely 
to the question of whether the applicant is entitled to registration 
of its mark in view of the inclusion therein of the word “Quikmix”’ 
and the accompanying disclaimer of that word. 

A survey of the application convinces me that the word “Quik- 
mix” is in fact the dominant feature of the mark considered as a 
whole, because it is the only spoken symbol which purchasers can 
employ in calling for the product. If this term is descriptive, and 
therefore must be disclaimed, nothing is left that can be registered 
under the Act of 1905 and the application must fall because of this 
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fatal defect. Indeed, it might be said at this point that the case is 
closed because there is a disclaimer of this word, but here, on ap- 
peal, the applicant seeks to withdraw the disclaimer and substitute 
for it another one in which, in view of my decision in Ez parte 
Pillsbury Flour Mills Company, 23 U. S. P. Q. 168 [24 T.-M. 
Rep. 588], 450 O. G. 8, the word “Quik” is disclaimed apart 
from the word “Mix” and the word “Mix” apart from the word 
“Quik.” This procedure, as an appellate one, cannot be permitted 
in view of the decision recently handed down in the case of The 
Popsicle Corporation of the United States v. Alfred Bersia, 159 
M. D. 506, 27 U.S. P. Q. 421 [26 T.-M. Rep. 53]. Thus the ap- 
plicant cannot on appeal amend its disclaimer and thereby obtain 
registration of the mark. Once the decision has been rendered below 
and the appeal taken, it is thereafter too late to change the record. 
However, for the information and convenience of the applicant, and 
to avoid any unnecessary expense and inconvenience to which it 
might be put in the event that I refrained from commenting upon 
the descriptiveness of the mark here involved, this question will net 
be treated. 


The applicant contends that the term “Quikmix”’ is not descrip- 
tive but is merely suggestive in view of my decision in the case of 
Ex parte Pillsbury Flour Mills Company, supra. In this latter 
case the term “Minitmix’’ was held not to be descriptive when ap- 
plied to the same product here involved, namely, biscuit flour. In 
that decision it was stated: 


Obviously, the flour preparation here is intended to be quickly prepared. 
Whether it is prepared in a minute is something that I do not know, 
although I do know that the word “minute” is often employed to denote 
haste or speed, as evidenced by such expressions as “just a minute,” “minute 
men,” etc. The notation, therefore, is suggestive of the product, but, in 
my opinion, it is not descriptive because it would not occur to the ordinary 
manufacturer to describe biscuit flour by the employment of any such term. 
All of the natural language that would normally and logically be availed 
of in describing biscuit flour is still freely available to the public. Here, 
however, the applicant has gone beyond the normal and natural language 
and has coined a term that falls without the bonds of descriptiveness and, 
accordingly, that term must be accorded the recognition of registration, 
Armstrong Cork & Insulation Co. v. Banner Rock Products Co., 9 U. S. 
P. Q. 309 [21 T.-M. Rep. 300]; 49 F. (2d) 971, 18 C. C. P. A. 1367. 
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Applying the above-quoted extract to the term at bar, namely, 
“Quikmix,” I am of the opinion that the latter is descriptive and 
cannot properly be said to fall within the rule of the Pillsbury case. 
I have repeatedly said that the difficulty of distinguishing between 
suggestive and descriptive notations is that they shade gradually, 
almost imperceptively, from one type to the other. A single decision 
leads invitingly to a decision going a little farther afield, that one to 
another a little more remote, and so on, until one suddenly realizes, 
generally with dismay, that he has traveled far from the starting 
point, and that the path which once seemed so clear has become 
thoroughly cluttered and obscured, preventing return to the point 
of departure. Although to progress beyond the ‘“‘Minitmix’’ case 
and hold that “Quikmix”’ is not descriptive might appear to the ap- 
plicant to be but a small step to take, it should not, in my opinion, 
be taken. In the Pillsbury case, supra, the noun “minute” spelled 
“Minit” is used as an adjective and, as stated in the decision, it is 
not known whether the Pillsbury product was indeed intended to 


be mixed in a minute. On the contrary, it was assumed that the 


word “Minit” had been arbitrarily selected in order to indicate 
quickness or speed. In the applicant’s case, however, no such 
arbitrary selection has been made but merely the word “quick” 
spelled “Quik” has been appropriated and joined to the word ‘“Mix”’ 
to form a composite mark for use on a prepared mixture to be used 
in making biscuits. The outstanding characteristic of the prepared 
mixture is that it may be quickly or speedily prepared. The mean- 
ing of the term “mix’”’ or “mixture” is too clear and well-known to 
require any discussion here. It is obviously thoroughly and wholly 
descriptive of the applicant’s product. The term “Quik” is likewise 
used in a normal and natural manner to describe the applicant’s 
goods which are capable of being, and mainly intended to be, quickly 
prepared. Under the circumstances I feel compelled to hold that 
the term “Quikmix’”’ which comprises two well known words used in 
their normal and natural manner is descriptive of a biscuit prepara- 


tion intended to be quickly mixed and therefore registration must be 
refused. 
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The decision of the Examiner of Trade-Mark Interferences, so 


far as it concerns the right of the applicant to register the notation 
here involved, is affirmed.’ 


Application Amendment 


Frazer, A. C.: In this proceeding a decision was rendered 
December 27, 1935, affirming that of the Examiner of Trade-Mark 
interferences sustaining the opposition of General Baking Company 
to the application for registration of Mayflower Mills, and adjudg- 
ing applicant not entitled to the registration applied for. On 
January 16, 1936, applicant filed a motion by which it seeks to 
amend the original application and requests that the limit of appeal 
be set aside pending determination of the motion. Opposer promptly 
filed its objection to the granting of the motion and seeks permis- 
sion to file a brief and to argue its said objection. 

As it is not deemed proper in view of opposer’s objection to 
permit the entry of the amendment at this stage of the proceeding, 
and as the Commissioner has no authority to enlarge the time within 
which an appeal may be taken under the provisions of the statute, 
applicant’s motion is denied. 


Renewed Motion to Amend, January 29, 1936 


Frazer, A. C.: Applicant’s renewed motion to amend its ap- 
plication for registration is denied. 

Pending an appeal from a decision of the Patent Office, par- 
ticularly in an inter partes case, it is not believed that any sub- 
stantial amendment should be permitted of the record upon which 
such decision is predicated. Otherwise on appeal the court would 
be required to dispose of the case on a different record than that 
upon which the appeal is based. 

If, as contended by applicant’s counsel, the amendment here 
sought to be entered presents a purely ex parte question in no manner 
involved in the opposition proceeding, and on appeal it should be 


1 Hershey Chocolate Corp. v. Commercial Milling Co., Opp’n No. 13,335, 
28 U. S. P. Q. 229, December 14, 1935. 
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determined that the opposition was improperly sustained, then ap- 
plicant will have ample opportunity in the further ex parte prosecu- 
tion of its application to offer such amendments thereto as it may 
deem proper.’ 


Conflicting Marks 


Spencer, F. A. C.: This is an appeal from a refusal of the 
Examiner of Trade-Marks to register for use on clothing the word 
“Langbrook”’ in view of prior Registration No. 190,197 of the word 
“Langrock”’ for use on the same goods. 

More specifically, the applicant’s mark consists of the word 
“Langbrook” written in upwardly sloping script style with a small 
spinning wheel in the background and the prior registration con- 
sists of the word “Langrock” in horizontal block lettering in an 
oval, with a coat of arms in the background. To my mind, the pre- 
dominant part or salient feature of each mark is the name. In 
glancing at the marks, people are more likely to observe and remem- 
ber the word than the background which is merely incidental. Also, 
in calling for the goods or speaking of them, only the word feature 
can be used. The question therefore to be considered is whether 
the words “Langbrook” and “Langrock” are confusingly similar 
and when so put the answer is obvious. They are clearly of con- 
fusing similarity. In both sound and appearance they are very 
much alike and I am convinced that the use of both on the same 
goods would tend to produce confusion. 

Before closing, brief mention might be made of applicant’s brief 
which endeavors intelligently and comprehensively to distinguish 
the marks. The points the applicant stresses, however, are in- 
cidental ones, such, for example, as the sloping script of the ap- 
plicant’s mark compared with the horizontally extending block let- 
tering of the prior registration, and the difference in the back- 
grounds. Such differences fade and become unimportant when they 
are compared with the similarity existing between the dominant 
characteristic of both marks. 


2 General Baking Co. v. Mayflower Mills, Opp’n No. 12,151, 28 U. S. 
P. Q. 192, January 23, 1936. 
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The decision of the Examiner of Trade-Marks is affirmed.® 


Spencer, F. A. C.: The opposer appeals from a decision of the 
Examiner of Trade-Mark Interferences dismissing an opposition 
filed by General Mills, Inc., against the registration by the ap- 
plicant, Rudolph J. Freed, of a certain trade-mark for use on 
dextrinized and gelatinized starches for retaining moisture in all 
bakery products. 

The mark sought to be registered consists of the notation “Sure- 
Dou,” use being claimed since May 16, 1938. Neither party has 
taken testimony, but the opposer has submitted in evidence numerous 
earlier registrations, among which are: “Surefat,” “Suregrow,” and 
“Surelay” for poultry food; “Surelive” for baby chick food; and 
“Suremilk” and “Surepork” for stock food; ownership and prior 
adoption and use of these notations being conceded by the applicant, 
who also admits that the opposer and its subsidiaries are engaged in 
the manufacture and sale of flour and various by-products under 
other names. 


After noting that the prior registrations of the opposer are all 


for use on poultry or stock food, whereas the applicant discloses the 
notation ““Sure-Dou” for use on dextrinized and gelatinized starches 
for retaining moisture in all bakery products, the Examiner, in dis- 
missing the opposition, expressed the opinion that the marks of 
both parties on the goods specified can be used in trade concurrently 
without any reasonable likelihood of confusion, provided they are 
honestly used; and held further that honest use must be presumed. 
The opposer contends that the goods are of the same descriptive 
properties and that the applicant’s mark so nearly resembles the 
opposer’s mark as to be likely to cause confusion or mistake in the 
mind of the public or to deceive purchasers. As pointed out by the 
opposer, the applicant in its answer, which is vague and indefinite 
and otherwise subject to criticism, has failed to deny the allegation 
of similarity of the marks, but, even though it had made such denial, 
it would come with little force for, in my opinion, such a mark as 


8 Ex parte Langbrook, Inc., Ser. No. 351,020, 28 U. S. P. Q. 33, December 
17, 1935. 
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“Sure-Grow, for instance, is clearly confusingly similar to “Sure- 
Dou.” It might be true that dissection brings out differences be- 
tween the marks, but considering them in their entireties, as I am 
bound to do, I am of the view that they are confusingly similar. 

Having decided that the marks are confusingly similar, the 
remaining question to be decided is whether dextrinized and gelan- 
tinized starches for retaining moisture in bakery products possess 
the same descriptive properties as poultry and stock foods. 

In the answer of the applicant, which has already been criticized, 
it was stated, or perhaps admitted would be a better term, that the 
applicant’s goods and those of the opposer are derived from the 
same raw material source. Thus it appears that the goods of the 
parties are by-products of the same main product and to this extent 
at least they bear some relation or similarity. However, I am cer- 
tainly not prepared to hold that all goods that can be traced to a 
single course of supply constitute goods of the same descriptive 
properties. It would be equally fallacious to say that all goods 
made of wood or of steel or of any other single substance are goods 
of the same descriptive properties. Beyond the fact that they 
come from the same raw material source, and that for such reason 
a member of the purchasing public with this knowledge at hand 
might conceivably be led to believe that they emanated from a single 
source of manufacture, I can see no ground for holding that they 
possess the same descriptive properties. I know of no general 
definition that properly includes a substance for retaining mois- 
ture in bakery products, on the one hand, and stock and poultry food 


on the other. To my mind they cannot properly be categorized 
together. 


Inasmuch as the goods here involved are believed to be of differ- 
ent descriptive properties, the opposition must be dismissed and the 
Examiner of Trade-Mark Interferences is accordingly affirmed.‘ 


Spencer, F. A. C.: The applicant herein appeals from a deci- 
sion of the Examiner of Trade-Marks denying registration under 


4General Mills, Inc. v. Rudolph J. Freed, Opp’n No. 13,847, 28 U. S. 
P. Q. 108, December 30, 1935. 
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the 1905 Act of the name “Savoia” displayed in association with a 
coat-of-arms, both within a shield-shaped border. Registration is 
refused in view of prior registration No. 323,810 disclosing the same 
name displayed upon a rectangular background. The goods being 
of the same descriptive properties, my investigation can be confined 
to a comparison of the two marks. 

The applicant admits that the prior registration discloses the 
name “Savoia” for use upon goods of the same descriptive properties 
but contends that the name in the instant registration is disclosed in 
such a different distinctive manner that it bears no confusing 
similarity to the prior registration. In other words, the applicant 
contends that if a man named Jones writes his name in a distinctive 
manner and registers it under the 1905 Act, another man named 
Jones may, if he writes his name in a different distinctive manner, 
obtain registration of the same name. 

In the case of J. B. Williams Co. v. E. W. Williams, 48 F. (2d) 
398, 18 C. C. P. A. 1188 [21 T.-M. Rep. 188], 8 U. S. P. Q. 539, 
110 O. G. 8, 1931 C. D. 366, and in George H. Ruth Candy Co., 
Inc. v. Curtiss Candy Co., 49 F. (2d) 10383; 18 C. C. P. A. 1471 
(21 T.-M. Rep. 819], 9 U. S. P. Q. 452, it was held that names 
distinctively displayed must be adjudged in exactly the same man- 
ner as other words or notations. In short, in determining whether 
a second registration of the same name is permissible, it must be 
compared in its entirety with the prior registration to determine 
whether the two are confusingly similar. If they are, registration 
of the second must be denied; whereas, if they are not, registration 
of the first is no bar to the second. Applying these observations to 
the instant case, I find that the predominant part of both marks is 
the term “Savoia’”’ and am forced to conclude that the notations are 
therefore confusingly similar. The applicant stresses the presence 
in its notation of the shield-like border and the coat-of-arms but I 
am never moved by such points of distinction. The buyer purchases 


by name and not by border and remembers by name and not by 


background. The names in the two notations here involved being 


identical and constituting clearly the predominating part of each 
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mark, registration must be and therefore accordingly is denied. By 
this decision it is not meant to imply that a second part can never 
register the same name. Undoubtedly there are and will be in- 
stances wherein the name itself is submerged in the distinctiveness 
of the display in such a manner as to avoid anticipation but such 
is not the case here. 

The decision of the Examiner of Trade-Marks is affirmed.” 


Spencer, F. A. C.: This is an appeal from a decision of the 
Examiner of Trade-Mark Interferences dismissing an opposition 
proceeding brought by the appellant, Barton Manufacturing Com- 
pany, owner of the mark “Dyanshine” for use on a polish for 
leather goods, seeking to prevent registration by the appellee, Paper 
Makers Chemical Corporation, of the word “Dishine” of a cleaning 
compound for dishes, crockery, glassware, cooking utensils, and the 
like. 

Two questions are here involved—first, whether the marks 
“Dyanshine,” on the one hand, and “Dishine,’ on the other, are 
confusingly similar and, second, whether the goods of the parties 
possess the same descriptive properties. In answer to the first 
question, I am of the opinion that the marks are confusingly similar. 
In sound, appearance, and meaning they resemble one another. 
The applicant contends that its mark is pronounced “Dish’ine” 
and therefore could not be confused in sound or in significance with 
the opposer’s mark “Dyanshine” but I am not at all sure that the 


casual purchaser would correctly pronounce the applicant’s mark. 
As it happens, I had very definite misgivings about its pronunciation 
until I heard counsel for applicant repeatedly refer to it as 


“Dish’ine” and even yet I have some difficulty in pronouncing it 
with the same liquid facility that was his. I feel that any one 
familiar with the opposer’s mark would, upon viewing the appli- 
cant’s, ascribe to it an almost identical pronunciation. Under the 
circumstances, realizing that buyers of shoe polish and washing 
compounds are casual if not careless in their dealings, I am com- 


5 Ex parte G. Fava Fruit Co., Inc., Ser. No. 356,073, U. S. P. Q. 112, 
January 8, 1936. 
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pelled to the view announced in the beginning that the marks are 
confusingly similar. 

Turning now to the second question, after carefuly considering 
the matter and realizing at once the closeness of the issue involved, 
I have come to the conclusion that the goods are not of the same 
descriptive properties. The applicant’s product is primarily a 
cleansing compound or, as the applicant describes it, a washing 
compound and water softener that is adapted for use only when 
dissolved in water for the washing of dishes, glassware, bottles, 
cutlery, and other articles customarily washed in dish washing 
machines. It is true, and this fact the opposer stresses with great 
emphasis, that the applicant’s advertising circular (applicant’s 
Exhibit No. 1) states that the product is adapted for “polishing 
dishes” and is a “splendid silverware polish.” Fundamentally or 
primarily, however, the product is a compound for washing dishes 
and the like, and if it has any polishing qualities they are merely 
secondary and incidental. The opposer’s product, on the other hand, 
is primarily and mainly a polish for leather goods and any cleansing 
properties it may have are purely secondary and incidental to its 
main function. Obviously, in determining whether goods are of the 
same descriptive properties, secondary or incidental purposes can- 
not be allowed to overshadow the fundamental or main purposes of 
the goods. To repeat, the applicant’s product is fundamentally a 
cleansing compound for china and glassware, whereas the opposer’s 
product is a shoe polish. 

I do not believe that these goods are properly capable of a gen- 
eral definition. At least they are not when their main properties 
rather than their incidental ones are given attention, nor do I be- 
lieve that a purchaser would be led to believe that a manufacturer 
engaged in making one would naturally be led to make the other. 
In other words, I do not believe that the ordinary purchaser would 
be led to believe that both products emanate from the same source of 
manufacture. 


The testimony for the opposer indicates that it also engages in 
the manufacture and sale of a furniture and metal polish but there 
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is nothing in the record to indicate that the word ‘“Dyanshine’’ is 
used on these additional products and it is only fair to assume that 
if so employed the opposer would certainly have brought the fact 
out in its record, brief, and notice of opposition. 

It was mentioned above that the question here involved is 
recognized as being a close one. One leading reason for this view 
is the existence of two decisions of the Court of Customs and Patent 
Appeals passing on questions that may be deemed somewhat 
analogous, although it is believed that these cases can and should 
properly be distinguished from the one here at bar. In Langfield 
v. Solvit-All Corporation, 9 U. S. P. Q. 216, 49 F. (2d) 480, 18 
C.C. P. A. 1818, 411 O. G. 819, 1981 C. D. 528, it was held that a 
solvent for cleaning, disinfecting, and deodorizing toilet bowls and 
similar articles is of the same descriptive properties as a cleaning 
preparation for garments, fabrics, automobile seats and other 
articles. In this case, it is to be observed, the primary, main, and 
fundamental purpose of the applicant’s product as well as the op- 
poser’s product was cleaning, whereas in the case at bar, to repeat, 
the main purpose of one is to clean dishes and the main purpose of 
the other is to polish shoes. 

The other case referred to is Proctor §& Gamble Co. v. J. L. 
Prescott Co., 9 U. S. P. Q. 454, 49 F. (2d) 959, 18 C. C. P. A. 1433, 
413 O. G. 1105, 1931 C. D. 688, in which a liquid solution intended 
for use as a disinfectant germicide, deodorant, sterilizer, cleaner, 


and bleacher was held to possess the same descriptive properties as 
a soap powder for various cleaning purposes such as laundry, 
kitchen, and other household uses. In that case the Court said, 
among other things: 


The record shows that the goods are used, in part, for identical pur- 
poses. (Italics ours.) 

That soap has disinfecting, germicidal, sterilizing, deodorizing, 
and cleansing properties is well known. Thus, in the Proctor and 
Gamble case, the goods possessed many properties in common and 
could be used “for identical purposes.” In the case at bar the goods 
do not possess common properties except in a very minor, incidental 
way, nor can they possibly be used “for identical purposes.” 
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In conclusion it may therefore again be stated that, although the 
notations are believed to be confusingly similar, the goods are 
believed not to possess the same descriptive properties. 

The notice of opposition is dismissed and the decision of the 
Examiner of Trade-Mark Interferences is affirmed.° 


Spencer, F. A. C.: This is a case in which both parties have 
appealed from a decision of the Examiner of Trade-Mark Inter- 
ferences. The Ford Motor Company appeals from that part of the 
decision dismissing its opposition to the registration by Windsor- 
Lloyd Products, Inc., of the notation “StanFord” for use on auto- 
mobile rearview mirrors. Windsor-Lloyd Products, Inc., on the 
other hand, appeals from that part of the decision holding that the 
applicant is not entitled to registration of the mark because it is a 
surname of a person not distinctively displayed. 

The opposer, Ford Motor Company, relies upon its ownership 
and uncontested prior use of the mark “Ford,” as shown by Regis- 
tration No. 266,453, for use on identical goods. Under the circum- 
stances, the sole inter partes question here to be decided is whether 
the two marks “Ford” and “Stanford” are confusingly similar. In 
my opinion they are, although it is only proper to say that in arriv- 
ing at this conclusion I have been influenced largely by the capi- 
talization of the letter “F’’ in the applicat’s notation. At first glance 
at the applicant’s package, the word “Ford” seemed to stand out from 
the balance of the notation and it still seems to. I am accordingly 
of the opinion that as long as the applicant continues to capitalize 
and emphasize the letter ““F’’ in the body of its notation the opposi- 
tion must be sustained and registration refused. On the other hand, 
| am frank to say that I see but little similarity between the word 
“Stanford” normally written and the word “Ford.” In support 
of this latter view, reference is made to the case of Ford Motor 
Company v. Partridge, Singer §& Baldwin, Inc., 26 F. (2d) 567, 58 
App. D. C. 195, 375 O. G. 3, 1928 C. D. 184 in which it was held 
that “Warford” and “Ford” are not confusingly similar. 


* Barton Manufacturing Co. v. Paper Makers Chemical Corp., Opp’n No. 
13,695, 28 U. S. P. Q. 113, January 10, 1936. 
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Coming now to the ex parte question of whether the applicant's 
mark comprises a personal name not distinctively displayed, the 
established rule is that a mere name may not be registered unless 


so displayed that the name is more or less lost in the distinctiveness 
of the display. That the surname “Stanford’’ written in distorted 
block type such as may be found in many signs and advertisements 
is not registrable is believed to be established by such cases as the 
following: Ex parte Nisley Shoe Co., 58 F. (2d) 426, 19 C. C. 
P. A. 1211 [22 T.-M. Rep. 265], 138 U. S. P. Q. 804; Tinker v. 
Patterson Dental Supply Co., 287 Fed. 1014, 52 App. D. C. 37, 
310 O. G. 489, 1928 C. D. 181; Ex parte Fry, 6 U. S. P. Q. 192, 
156 M. D. 384; Gillette Safety Razor Co. v. Lewis W. Gillette, 8 
U.S. P. Q. 527, 156 M. D. 621. 

That part of the decision of the Examiner of Interferences hold- 
ing (1) that the opposition must be dismissed is hereby reversed and 
that part holding (2) that the applicant is not entitled to the regis- 
tration for which it has made application, is hereby affirmed.’ 


Descriptive Terms 


Spencer, F. A. C.: The applicant in this case seeks to register 
the numeral “76” for use on gasoline, and was rejected by the 
Examiner of Trade-Marks on the ground that the figures do not 
constitute a trade-mark. The decision of the Examiner was affirmed 
on appeal in a somewhat detailed opinion bearing date of September 
14, 1935, 27 U. S. P. Q. 24. Thereafter the applicant presented 
a petition for rehearing accompanied by a brief in support thereof. 

In view of the applicant’s persistence and because of charges of 
error specified in the petition, it was decided that the applicant 
should be permitted to reargue his case and that once again the 
merits would be reviewed. This has been done, the applicant has 
submitted a further brief which has been considered and, as a result 
of this further and more detailed review of the case, the petition 
for reconsideration is denied and the Examiner is once more affirmed. 


7 Ford Motor Company v. Windsor-Lloyd Products, Inc., Opp’n No. 
13,708, 28 U. S. P. Q. 115, January 10, 1936. 
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Although it is not deemed necessary to amplify the previous 
decision, one or two additional cases will be commented upon as a 
result of the further investigation. The most recent case that I 
have been able to discover, which deals with the question of whether 
numerals may constitute a valid trade-mark, is William H. Keller, 
Inc. v. Chicago Pneumatic Tool Company, 298 Fed. 52 (C. C. A. 
7, 1924) [18 T.-M. Rep. 393]. This case may appropriately be 
grouped with the series of decisions listed on page 2 of my previous 
decision, for here also the court stated that a number may become a 
good trade-mark and then proceeded to strike down and hold invalid 
the plaintiff’s trade-mark on the ground that it was descriptive of 
the goods and indicated grade or quality. This decision cited with 
approval the decision of the Supreme Court in the case of Coats v. 
Merrick Thread Company, 149 U. S. 562, 13 Sup. Ct. 966, 87 
L. Ed. 847, in which Mr. Justice Brown, in delivering the opinion 
of the court, held that no monopoly could be claimed of mere num- 
erals used descriptively, because they are of value as information to 
the public; also, that “where used for the purpose of imparting in- 
formation, they are not susceptible of exclusive appropriation as a 
trade-mark, but are the common property of all mankind.” 

In the Coats case, supra, reference is made to the prior decision 
of the Supreme Court in Amoskeag Manufacturing Company v. 
Trainer, 101 U.S. 51, in which Mr. Justice Field, in delivering the 
opinion of the court stated that: 


He (a manufacturer) has no right to appropriate a sign or symbol, 
which from the nature of the fact it is used to signify, others may employ 


with equal truth, and therefore have an equal right to employ for the 
same purpose. 


The decision also states that 


letters or figures which, by the custom of traders, or the declaration of the 
manufacturer of the goods to which they are attached, are only used to 
denote quality, are incapable of exclusive appropriation; but are open to 
use by anyone, like the adjectives of the language. 

Applying these cases to the situation at bar, they serve to 
strengthen my opinion that registration must be refused. The 


octane rating and the Baume rating of gasoline are very common 
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and well known means of denoting quality or character, and I be- 
lieve that any manufacturer or vendor of gasoline should feel per- 
fectly free to state the Baume or octane rating of its product without 
being subject to question concerning trade-mark infringement. If 
the Baume or octane rating of the applicant’s product is 76, the 
figures are descriptive, and, even though neither of the ratings is 76, 
I do not believe that the applicant is entitled to appropriate exclu 
sively a numerical designation which other manufacturers are en 
titled to employ in describing gasoline of that rating. It may be 
that the applicant’s term “76” as applied to its product is misdescrip 
tive, but be that as it may, I do not feel that it can appropriate to 
the exclusion of all other manufacturers or vendors of gasoline a 
notation that may be so appropriately employed by those others in a 
purely descriptive sense. In other words, as said by the court in 
the Amoskeag case, supra, the applicant has no right to appropriate 
a symbol which “others may employ with equal truth, and therefore 
have an equal right to employ for the same purpose.” In the case 
at bar, if the applicant’s gasoline has neither a Baume nor an octane 
rating of 76, then in this particular case other manufacturers might 
employ it with even greater truth. I do not believe that an applicant 
has the right to deprive these other manufacturers of the use of 
the apt and appropriable terms, be they words or numerals, of the 
English language that would ordinarily be employed in describing 
their products. To here confer upon the applicant the exclusive 
right to the numeral ‘‘76” would be to deprive other manufacturers 
and vendors of gasoline, having that specific rating, from properly, 
appropriately, and truthfully describing their product. Illustra- 
tively, consider a confined area or storage bin containing all of the 
apt and appropriate terms of the language that might normally and 
naturally be employed in describing the goods in question (and by 
this I do not mean the applicant’s own particular or specific product 
but rather goods of that kind in general) and consider further a rul- 
ing that no manufacturer can dip into this storage space and exclu- 
sively appropriate to its own use any word or expression found 
within. As I view the matter, such is indeed the law. 
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To reiterate, therefore, it is believed that numerals are registrable 
if they are entirely fanciful or arbitrary and have no connection or 
relationship with the specific goods upon which they are employed 
or with any of the characteristics or qualities thereof and are used 
solely for the purpose of designating origin. Conversely, it is 
deemed that if the numerals are descriptive of the specific goods in 
connection with which they are employed or of any of the charac- 
teristics or properties thereof, and are not employed solely to in- 
dicate origin, they are not fanciful nor arbitrarily selected and are 
not entitled to registration. 

Inasmuch as prior registrations to others are of no particular 
importance in considering the registrability of a mark, I see no rea- 
son for commenting upon those which the applicant has enumerated 
herein. However, it may be observed that policies and practices 
change in the Patent Office as well as in other places and most, if 
not all, of the purely numerical designations listed by the applicant 
were registered in years gone by. Furthermore, even under the 
tenets of the instant holding all of such marks might have been 
properly registered. 


Applicant’s further remedy, if any, is by way of appeal. 
The request for reconsideration is denied and the limit of appeal 
runs from the date of this decision.” 


Frazer, A. C.: This is an appeal from the Examiner of Trade- 
Marks, who refused registration of the word “Vivid” as a trade- 
mark for hectograph ink ribbons on the ground that the mark is 
descriptive of the goods, or, if not descriptive, then misdescriptive. 

The specimen labels filed with the application, to “show the 
trade-mark as actually used upon the goods,” display the mark in 
association with the words “for brighter copies” and “purple,” the 
whole being printed in a bright shade of purple ink. One definition 
of the word “vivid” as found in Webster’s New International Dic- 
tionary, Second Edition, is as follows: “Of colors: brilliant; intense; 
bright; technically, having a very high saturation.” It is stated 


8 Ex parte Union Oil Company of California, Ser. No. 323,922, 28 U. S. 
P. Q. 26, December 10, 1935. 
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in the brief that hectograph ink ribbons “are sold in colors, and 
purple is a standard hectograph color.’’ It would seem to follow 
that an inspection of applicant’s label may quite naturally lead one 
to the conclusion that its “vivid” ribbons are so designated because 
of their bright, brilliant, or intense purple color, and are so made 
for the purpose of insuring “brighter copies.’ In this sense I think 
the term is clearly descriptive, and that any manufacturer of hecto- 
graph ink ribbons has the same right as applicant to its unrestricted 
use in describing his product. 
The decision of the Examiner of Trade-Marks is affirmed.’ 


Geographical Terms 


Spencer, F. A. C.: This appeal comes up in a manner a little 
out of the ordinary. An opposition was filed seeking to prevent 
registration by the applicant of the words ““LaLouisiane” for use on 
distilled alcoholic liquors and in response thereto the applicant 
filed a motion to dismiss the notice of opposition on the ground that 
it was informal. The motion to dismiss was granted but the Exam- 
iner of Interferences on his own motion held the notation in ques- 
tion geographical and therefore not properly subject to registra- 
tion. The opposer did not appeal from the decision granting the 
motion to dismiss the opposition but the applicant has appealed from 
the holding that the notation is geographical. The instant decision 
reviews the correctness of this latter holding. 

The applicant argues that there are at least two considerations 
which render its mark non-geographical in the form in which it is 
used. In the first place, it is argued, the mark is in French; and, in 
the second place, it is contended, the word “Louisiane” is preceded 
by the article “La,” the article bearing a particular connotation of 
excellence. 

The general rule is thoroughly established that words or phrases 
which do not in or of themselves indicate anything of the nature of 
origin, manufacture, or ownership, but are merely descriptive of the 


®Ex parte Vivid, Incorporated, Ser. No. 331,519, 28 U. S. P. Q. 192, 
January 22, 1936. 
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place where the article is manufactured or produced, cannot be 
monopolized as a trade-mark. Further, the Court of Customs and 
Patent Appeals has recently stated in the case of Walgreen Com- 
pany v. Godefroy Manufacturing Company, 74 F. (2d) 127, 24 
U.S. P. Q. 77 [25 T.-M. Rep. 23], that: 

It is well settled that foreign words and phrases, merely descriptive of 
the character or quality of the goods on which they are used, are not 
registrable under the Trade-Mark Act of February 20, 1905. 

In view of that decision, it is equally clear that a geographical 
expression is nonetheless so if it be written in French. That the 
State of Louisiana is ordinarily and properly referred to, in French, 
as “La Louisiane” may be seen from the following excerpts taken 
from ‘““Nouveau Larousse Illustre,’”’ Tome 5, Pl. 768: 


La Louisiane, colonisée par les Francais, surtout dans la seconde moitié 
du XVIII siecle, puis, et trés peu, par les Espagnols, possesseurs tem- 
poraires, fut cédée aux Etats-Unis, en 1803, par la France au prix de 50 
millions de francs. 


La Louisiane, qui posséde le cours inférieur du Mississippi, borde la 
rive nord du golfe du Mexique; ... . elle confronte avec |’Etat du 
Mississippi . . . . avec celui de Arkansas. . . 

It appearing that the notation “La Louisiane” is merely geo- 
graphical within the meaning of the statute, the decision of the 


Examiner of Trade-Mark Interferences so holding is accordingly 
affirmed.*° 


Goods of Different Descriptive Properties 


Spencer, F. A. C.: This is an appeal from a decision of the 
Examiner of Trade-Mark Interferences dismissing an opposition 
proceeding brought by Lever Brothers Company, owner of the 
trade-mark “Lux” for use on soaps and detergents, against the ap- 
plicant, Butler Manufacturing Company, which seeks to register 
the notation “Lustrlux” for use on dry cleaning systems. 

Neither party took testimony and the opposer relies solely upon 
its prior registrations Nos. 35,228, 59,032, and 170,676, which were 
pleaded in the notice of opposition and disclose as a prominent 
feature the word “Lux” for use on soap and the like. 


10 A. M. & J. Solari, Ltd. v. Royal Products, Inc., Opp’n No. 14,225, 28 
U. S. P. Q. 110, January 3, 1936. 
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The questions arise—first, do the goods of respective parties 
possess the same descriptive properties and, second, if they do, are 
the marks so similar as to be likely to bring about confusion? It is 
undoubtedly true that both goods are used for the same general 
purpose, which may be termed cleaning. Beyond this, however, | 
am unable to conceive any points of similarity between them. 
Physically they are totally unlike; in price there is no comparison; 
they are sold to different classes of purchasers; one is bought casu- 
ally in the general store or the grocery by the housewife and the 
other is a costly installation bought only by a man who intends to 
enter or is already engaged in, the cleaning business. In view of 
these considerations, I cannot conceive any confusion resulting from 


the concurrent use of the same mark upon these respective goods. 
The possibility of any such confusion taking place is too remote, 
too conjectural to be dealt with in these proceedings. It is true 
that the Court of Customs and Patent Appeals once held that if 
there is a likelihood of confusion arising from the concurrent sale 
of the goods of an applicant and an opposer that the goods must 
perforce be of the same descriptive properties. California Packing 


Corp. v. Tillman § Bendel, Inc., 5 U. S. P. Q. 59, 40 F. (2d) 108, 
17 C. C. P. A. 1048, 394 O. G. 789, 1980 C. D. 215 [20 T.-M. Rep. 
238]. But in my decision in the case of Meredith Publishing Co. 
v. O. M. Scott & Sons Co., 458 O. G. 3, 26 U. S. P. Q. 21 [25 
T.-M. 474], I endeavored to point out the inapplicability of a test 
of this kind when applied to a set of facts such as that here in- 
volved. In my opinion if the goods are not of the same descriptive 
properties an opposition must be dismissed regardless of confusion, 
likely or actual. Similarly, if the notations are not confusingly 
similar, an opposition must be dismissed irrespective of confusion. 

To repeat, I am not prepared to hold that soap and dry clean- 
ing apparatus are goods of the same descriptive properties, and, 
being so inclined, I am compelled to dismiss the opposition proceed- 
ing. In arriving at this conclusion, I have taken into full consid- 
eration, although I have not expressly discussed it, the difference 
between the marks of the respective parties and, in accordance with 
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the decision in the case of Duro Pump & Mfg. Co. v. Thomas Mad- 
dock’s Sons, 4 U. S. P. Q. 400, 36 F. (2d) 1005, 394 O. G. 281, 
1930 C. D. 196, I am inclined to permit the differences between the 
marks coupled with the differences between the goods to persuade 
me to the position that I have taken. 

The opposition is dismissed and the decision of the Examiner of 
Trade-Mark Interferences is affirmed.” 


Goods of Same Descriptive Properties 


Spencer, F. A. C.: This is an appeal from the refusal of the 
Examiner of Trade-Marks to register, under the Act of March 19, 
1920, the notation “Lord’s” as a trade-mark for aspirin tablets. 

The ground of refusal is that the applicant’s mark is confusingly 
similar to the prior registration No. 265150 for a preparation in 
powdered form for the treatment of neuralgia, toothache, headache, 
and grippe. The registered mark comprises the signature “L. S. 
Lord” together with the fanciful notation ““Nero-Neve’ and the 


word “Inventor,” the word inventor being otherwise disclaimed apart 
from the mark. 


That the goods are of the same descriptive properties is beyond 
doubt, since it is well known that aspirin tablets are commonly used 
in the treatment of ailments for which the registrant’s preparation 
is adapted. 


That the marks are confusingly similar is clear, because in the 
registered mark, the notation “L. S. Lord” is distinctively displayed 
as the signature of the inventor of the preparation, and the notation 
“Lord” is therefore a prominent and essential feature of the regis- 
tered mark. There can be no doubt but that “Lord” and “Lord’s” 
are confusingly similar and it is not permissible to extract a promi- 
nent feature from a mark belonging to another and register it alone. 
This view is supported by the following cases cited by the Examiner: 
Gillette v. Gillette Safety Razor Co., 436 O. G. 5, 1983 C. D. 520, 
is U.S. P. Q. 15 [23 T.-M. Rep. 307], 65 F. (2d) 266; J. B. Wil- 


11 Lever Brothers Company v. Butler Manufacturing Company, Opp’n 
No. 13,850, 28 U. S. P. Q. 88, December 30, 1935. 
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liams Co. v. E. W. Williams, 410 O. G. 8, 1981 C. D. 866, 8 U.S 
P. Q. 589 [21 T.-M. Rep. 188]; 48 F. (2d) 898; 18 C. C. P. A. 1133. 
The decision of the Examiner of Trade-Marks is affirmed.” 


Frazer, A. C.: Hercules Products & Distilling Corporation 
applied for registration of its alleged trade-mark, and was opposed 
by American Brewing Company, Inc. The Examiner of Trade- 
Mark Interferences sustained the opposition and applicant appeals. 

Applicant’s mark consists in a pictorial representation of the 
Statue of Liberty, in combination with the notation “Okay 
America,” and is used on gin. Opposer’s mark likewise displays a 
picture of the Statue of Liberty together with certain word features, 
including the word “American” which occupies the same relative 
position as do the words of applicant’s mark. Opposer’s mark is 
applied to a line of beverages, including beer. 

From the testimony filed in behalf of opposer it clearly appears 
that its trade-mark was in use many years prior to the first date of 
use claimed by applicant. The latter took no testimony, nor did it 
file a brief either at final hearing or on appeal. 

I am in entire agreement with the Examiner of Trade-Mark 


Interferences that the goods of the parties, namely, gin and beer, 
are of the same descriptive properties, and that the trade-marks here 
involved are confusingly similar. 

The decision appealed from is accordingly affirmed.* 


Interference—Evidence 


Spencer, F. A. C.: This is an appeal from a decision of the 
Examiner of Trade-Mark Interferences in an interference proceed- 
ing between the appellant, The Overbrook Company, Inc., the senior 
party, hereinafter referred to as Overbrook, and the appellee, Bush- 
mill Wine & Products Company, Inc., the junior party, hereinafter 
referred to as Bushmill. The subject matter of the interference is 
the mark “Overbrook” for use on whiskey. 


12 Ex parte W. C. Kalash, Ser. No. 345,258, 28 U. S. P. Q. 28, December 
13, 1935. 


18 American Brewing Company v. Hercules Products & Distilling Cor- 
poration, Opp’n No. 13,491, 28 U. S. P. Q. 111, January 7, 1936. 





DECISIONS OF THE COMMISSIONER OF PATENTS 185 


From the evidence it appears that Overbrook was organized 
about the middle of November, 1933 and that in that month it or- 
dered certain printed matter relating to several brands of whiskey, 
including one to be marketed under the notation involved in this 
proceeding. The first alleged interstate shipment of goods by 
Overbrook occurred on December 21, 1933 when a case was shipped 
or delivered to one Walter Carter, residing in the District of Colum- 
bia. From the testimony there is some doubt as to whether Carter 
called for the liquor in the Overbrook plant in Maryland, which 
would belie an interstate transaction, or whether the goods were in 
fact shipped into the District of Columbia. It might be noted in 
this latter connection that repeal had not become effective in the 
District at the time this alleged shipment took place. In any event, 
it is not necessary to decide whether the transaction contemplated 
bona fide shipment in interstate commerce because, for reasons that 
will hereinafter be pointed out, it is concluded that Bushmill has 
clearly established use of the notation previous to the date of such 
shipment. 

It appears from the Bushmill evidence that the first interstate 
shipment made by that company was on January 19, 1934, although 
there had been local or intrastate sales during the previous month of 
December. One of these, which is not only proved by the testimony 
but also stipulated, or admitted, by counsel for Overbrook, was to 
Nicholas Ross, 114 Adams Avenue, Scranton, Pa., and took place 
on December 12, 1933, nine days before the Overbrook transaction. 
At the time of this first intrastate sale the business was being con- 
ducted by one Weinberger, the predecessor of the Bushmill Com- 
pany. It is true that Overbrook argues that the testimony fails to 
establish a proper connection or succession between Weinberger and 
Bushmill, but, in my opinion, the argument is without adequate foun- 
dation. The witness, Joseph M. Gentile, testified: “*. . . . the Bushmill 
Wine & Products Company, Inc. succeeding and taking over August 
Weinberger.” It is also clear from the record that Bushmill 
continued the business of Weinberger and, in fact, the latter became 
treasurer of the Bushmill Company. In view of this and by reason 
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of the fact that the attorney for Overbrook raised no objection to 
the lack of what it now regards as sufficient evidence or testimony, 
and in no way sought to rebut the evidence on this point, I am con- 
vinced that it is sufficient to establish the fact of succession between 
Weinberger and Bushmill. It must accordingly be held that for all 
practical purposes the intrastate sale by Weinberger in the early 
part of December, 1933 has the full force and effect that it would 
have had, had it been made by Bushmill itself. It has previously 
been held that oral evidence of a transfer of business is sufficient if 
not objected to. American West Indian Cigar Co. v. Grimsfelder 
Co. [4 T.-M. Rep. 131], 110 M. D. 78. 

The sole question remaining to be decided is whether the Bush- 
mill intrastate sale on December 12, 19383, followed by the inter- 
state transaction on January 19, 1934, constitutes a priority of 
adoption and use over the first interstate shipment of Overbook 
which took place on December 21, 1988 which date was during the 
interim between the Bushmill intrastate and interstate transactions. 
The right to register a trade-mark depends upon ownership of that 
mark and ownership of a mark depends upon priority of adoption 
and use. Under the circumstances, it must be held that the Bushmil! 
Company acquired ownership of the mark by virtue of having made 
the intrastate sale on December 12, 1933 and, although this sale 
itself did not entitle Bushmill to register the mark, for it had not 
at that time been used in interstate commerce, the subsequent ship- 
ment in January, 1934 placed Bushmill in a position to register the 
mark, ownership of which it had previously acquired. Under the 
circumstances it must be held that the junior party, Bushmill, is 
entitled to the registration for which it has made application. It 
may be stated in passing that there is no possible conflict between 
the views expressed herein and those set forth in my decision in the 
case of Fortune Tobacco Company v. Axton-Fisher Tobacco Com- 
pany, 22 U.S. P. Q. 366 [24 T.-M. Rep. 477]. 

The decision of the Examiner of Trade-Mark Interferences is 
affirmed.”* 


14 Bushmill Wine & Products Co., Inc. v. Overbrook Co., Inc., Int. No. 
9354, 28 U. S. P. Q. 34, December 17, 1935. 
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\ITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
it profit, and includes in its membership the leading trade-mark 
vners in the United States, besides a number in Canada and 
iuropean countries. 

FULL MEMBERSHIP in the Association is limited to owners 

trade-marks. Attorneys and others interested in trade-mark 
iatters are eligible to ASSOCIATE MEMBERSHIP, which 
‘ntitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
‘omplete library and files uf information on trade-mark matters 
to be found anywhere in the worid. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
hroughout the world. Its readers always know where they stand 
m their trade-mark problems. 

We furnish reliable information to members or counsel on 
iny question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
ounsel. 

We list and index trade-marks of members advising them of 

ecial conditions or changes in the law affecting their trade- 
narks in any country where registered. 

We receive regularly the official publications of all foreign 
vuntries, listing trade-mark registrations or applications. ‘These 
ire carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 

‘riodicals are examined each month for that purpose. 


i 





| We file, record and publish in the Bulletin trade-mark slogans, 
n use by members, thereby affording a record of the members’ 
ise and claim. 


All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 


at cost. 
| We have facilities for investigating any question of fact affect 
| ng a trade-mark, as whether a mark is in use and on what goods, 
hen it was first used, whether infringing goods are on sale in 
ny market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 
We can furnish promptly copies of court opinions in cases of 


‘ade-marks or unfair competition, in typewritten form at the 
ost of typing. 
Our facilities for arbitrating disputes affecting trade-marks 
re discussed at length in the Bulletin of January, 1929. 
Proposed legislation on the subject of trade-marks receives 
he constant and careful attention of the Association. The 
rganization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 





